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Introduction

This Overviewwas created to expose severstandpointsof the CAC panels concerning common
guestions that arise in the alternative dispute resolution proceedings for .eu domain dispedges
lated by ADR rules, ADR supplemental rulE€ Regulation 733/20Ghd EC Regulan 874/2004.
The Overvievshouldoffer informal guidelines tgarties involved in ADR proceedingrhe Overview
identifies consensus views and minority opinions among the CAC panels congerourringques-

tions.

ThisOverview isprimarilyintendedto serveas an aid and guide. It doest claim to capture all kinds
of important questions of ADR proceedings. Moregitehas to be understood that ADRgmeedings
are strongly influenced by many differenaitionallegal systems and many different legal mpns.
Alsq ADRproceedings araffectedby particular facts oindividualdisputes Facing this background
the purpose of thisOverviewis to offer the parties a first assistande finding their own argumeata-

tion concerning .eu domain gfiutes.

The Oveview focuses on five major topics: procedural questiorsdevant rights of complainants,
legitimate rights and interests of respondents, identity or confusing similarity of domain name regis-

trations and bad faith registrations.
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Relevant rules

Requlation (EC) No. 733/2002 of the European Parliament and of the Council of 22 April 2002 on the
implementation of the .eu Top Level Domain

Regqulation (EC) No. 874/2004 of 28 April 2004 laying down public policy rules concerning é3e impl
mentation and functions of the .eu Top Level Domain and principles governing regis{ia@mnd-
ter referred to as PPR)

Amendments to Regulatio(EC) No. 874/2004:

Regulation (EC) No 1654/2005

Regulation (EC) No 1255/2007

Requlation (EC) No 560/2009

Procedural Rules:
ADR Rules

ADR Supplemental Rules



http://eu.adr.eu/eu_tld/related_documents/index.php
http://eu.adr.eu/eu_tld/related_documents/index.php
http://eu.adr.eu/eu_tld/related_documents/index.php
http://eu.adr.eu/eu_tld/related_documents/index.php
http://eu.adr.eu/eu_tld/related_documents/index.php
http://eu.adr.eu/eu_tld/related_documents/index.php
http://eu.adr.eu/eu_tld/related_documents/index.php
http://eu.adr.eu/adr/adr_rules/index.php
http://eu.adr.eu/adr/adr_rules/index.php
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Terms used

Consensus viewdescibes view that all or almost all panels who mentioned the issue in &idec

agreed on.

Majority view: describes view that more than half panels who mentioned the issue in a decision

agreed on.

Minority view: describes view that less than half panels whentioned the issue in a decision
agreed on; minority view may accompany either consensus or majority vidadécompanies ao
sensus view it constitues an exceptional view; if it accompanies majority view it constitues a view

which is neither exceptical nor majority
Views 1x: used if there are several views none of which preponderates upon others significantly

Majority approach:refers to a description of a practise where no view as such can be trasgged;
mainly in cases where the rules give th@neldiscretionto precedein a way it considers appropr

ate.

NOTEWhere it was not able to formulate a view due to low number of relevant decisions it is stated

SO.
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(o (oY aat= 1T T A T= Y0 1[S04 42
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[ F= T[S Y 42
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(o[0T 0 F= T I = 1 4151 45
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|. Procedural questions

1. To what extent is national law relevant to legitimate rights or interests and bad
faith?

The role of national law is fairly limited in determining whether spendent has a legitimate right or
interest in a domain name. Those limitations likewise affect determinations of whether a respondent

has registeredr used a domain name in bad faith.

Consensus ViewNational law is relevant to the existence of priorhitigy according to Article 21 pa

agraph 1 of the PPR. This has been confirmed by several ADR decisions.

Relevant Decisions:

City Inn Limited v. World Online Endeavours Limited, €386, <citycafe.eu>, Denial

VINOS LTD v. Ovidio Limited, GB@5 <vinos.eu>, Deal

FGSPORT S.r.l. v. Zheng Qingying382%-<worldsbk.eu>, Transfer

VIVARTIANDUSTRIAL & COMMERCIAL COMPANY OF FOOD PRODUCTS & CATERING SERVICES v. Anastasie§ Karkazis, CAC
<vivartia.eu>, Transfe

Schindhelm & Pfisterer Attorney at Law v. Wiéter lhle,CACI227, <ihle.eu>, Denial


http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3396
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3896
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3885
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4099
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4227
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Consensus ViewNot surprisingly there have been decisions addressing the relevance dbmeidt

law with respect to legitimate rights or interests, for instance the protection of family names by
German law has been found to be a legitimate right. Similarly, national law can be relevant in relation

to the protection of company or trade names amddemarks.

Relevant Decisions:
Boltze Gruppe GmbH v. Birgit Boltze, GAGL, <boltze.eu>, Transfer
1&1 Internet AG v. Christian Dahmen, GI5G <web.eu>, Denial

DDR Museum Berlin GmbH v. Zheng Qingying 502« <ddrmuseum.eu>, Transfer

However,there have not been any decisions pgnels in ADRRroceedings addressingational law

connected b the issue of bad faith.

2. What is the role of precedent in ADpRoceedings?

Consensus ViewThere is no provision in the PPR, or in the ADR Rules allowing the conclusion that

panels are boundby the doctrine of stare decisis. Previous ADR .eu cases are persuasive authority.
Panels have departed from such decisions in several instances. However, they tend to giveinmore d
tailed reasons when departing from previous panel decisions. Regardingggdte of precedent,

there is no difference between proceedings under Article 22 (1) a) and proceedings under Article 22

(1) b) of the PPR, as the same provisions are applicable.

RelevantDecisions

{20ASGS ! ANJ CNI yOS 484p <fifGukcas@Rsyeu>anfeiafial Tfangfedi R®> /! /
French Connexion v. EURIid, Q&Z <domaine.eu>, énulled

Ultrasun Inernational B.V. v. EURId, C&4], <udtrasun.eu>, Rejected

carrentals.co.uk v. EURIid, C3@34 <carrentalseu>, Anulled

Axel Arnulf Pfennigv. Online Shopping Limited, 8257, <shopping.eu>, Rejected

Schaeffler KG v. Cervos Enterprises Ltd,35AC <fag.eu>, Transfer

{20ASGS ! ANJ CNI} yOS 409 <affrénicesBiEyinter 8id Aransfér i Rds /1 /
My Home Limited v. MyHome S.€AC1I560 <myhome.eu>, Rejected

SHB Innovative Fondskonzepte AG v. Markus Jank} @AGshb.eu>, Trarer

Korn/Ferry International Corporation v. Aphrodite Ventures, Limited, €34G <kornferry.eu>, Rewation
Brand Scout GmbH v. Georg Gottfried, @BE3 <batywell.eu>, Transfer

Peuterey Group S.p.A. v. Jimme Hoek, €282, <peutereyoutletshopeu>, Transfer

When deciding on a cagke Panelists often list or refer to one or several of the decisions listed in
this Overviewto state that they are following the consensus view of the Panelists. This seems to be

the accepted and proper way of stating that the Panelist is followingttite sf law.

Relevant Decisions
Peuterey Group S.p.A. v. Jimme Hoek, 6282 <peutereyoutletshopeu>, Transfer

JD Sports Fashion Plc v. Djamila Bouchemouag8#8-<chausport.ew, Transfer

10


http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5231
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=453
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5094
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4141
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=174
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=541
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3034
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3257
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3557
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4141
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4560
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4700
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4843
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4863
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6884
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6884
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6843
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The same is true as to previous decisions undeftb&RP However, one must bear in mind that the
UDRP Ras differ from the rules governing ADR .eu proceedings. Therefore, such decisions-can pr

vide only limited guidance

Relevant Decisions
Stockholms Stad. v. Traffic Web Holding BV, ¥3&C<stockholm.eu>, Rejeoh

Emirates v. Stichting Roos Beheer, GAC5 <emirates.eu>, Reeation
JD Sports Fashion Plc, Gareth Price v. Erika Gabler 22AGchausports.et, Transfer
Zalando GmbH, Florian Linnardi v. Mickael LAGIERG3ZAGsarenzalando.ew, Reveation

However, a minority of panels haespressly refused to even discuss precedent.

Rekvant Dedsions:

HORMEL FOODS CORPORATION v. Markus Koettl, Internetportal und Marketing Gtk <€pebn.eu>, Transfer
Labrada Bodybuilding Nutrition, Inc. v. Timo Kemerink, £38¢ <labrada.eu>, Rejaon

Avery Dennison Corporation; Avery Dennison U.K. Ltd., Sappasterisk Ltd., CA&126 <averygraphics.eu>, Transfer

OnePanelist also considered precedent from earlier proceedings at the Nominent and NAierdec

in his decision. He reased that theyare part of the domain arbitration systems.

Rekvant Degsions:

The University of Durham, Ms. Paulina Lubacz v. C.I.T., Amit Matali67 OA&em11plus.ew, Trasfer

One Panelist referie and bagd his decision on a case involving the same parties before a WIPO

Panel

Relevant Decisions:

JD Sports Fashion Plc, Gareth Price v. Erika Gabler22A€chausports.ew, Transfer

One Panelist also mentioned the views on similarity of trademarks expressed by the European Court
of Justice.
Relevant Decisions:

C/ . l&8SNYy aNyOKSy ! DI 5NI®» aiOKI St DSNI AahTAGIZGbayedmy OF vy ! 84SiG al

munchen.eu>, Transfer

3. Can refiled cases be accepted and if so, under what onstances?

The question is expressly regulated neither in the PPR rtbeiADR Rules. However, in Paragraph B
12 (a) of the ADR Rules it is stated that decisions of panellists are final and not subject to appeal. Only

few decisions have dealt with the issue.

Consensus ViewWhen the facts are identical, panels must ddmaring the case based on Par

graph B 12 (a) of the ADRules.

11


http://www.icann.org/en/help/dndr#udrp
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=386
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5405
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7224
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6374
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=568
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4396
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5126
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6710
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7224
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6901
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Relevant Decisiors:

Traffic Web Holding v. EURId, C&Q1, <barcelona.eu> inter alia, Refien
Multam BV v. EURId, CAZ57, <live.eu>Rejetion

Multam BV v. EURIid, CR@9Q <live.eu>Rejetion

In a case where the facts hatlanged since the original decision, the panel allowed the complainant

to restartthe proceeding.

RelevantDecision:

AxelArnulf Pfennig v. Online Shopping Limited, GAEY, <sh@ping.eu>Rejetion

Refiled cases have generally been accepted, when the initial complaint had failed becausmthe co
plainant had lacked standing ail the second proceeding, the complainant was a déffe person

or entity.

Relevant Decisios
Prada SA. v. Maurizio Lussetti, CAB16 <prada.eu>, Transfer

Ferriera Valsabbia SpA. v. Lexicon Media, Ltd. SCB( <ferrieravalsabbia.eu>, Transfer

Refiled cases have also been accepted where there were deficiencies in the first complaint that had

been amended in the réled complaint.
Relevant Decisions:

Otokar Otomotiv ve Savunma Sanayi A.S. v. Gbenga(8aly 202, <otokar.eu>, Transfer

People Per Hour Ltd, Mr Michael Luna v. Dreamscape Networks Limited, Web Mastég3@APeopkhour.eu>, Transfer

4. Can single complaints deal with several domain names?

Consensus ViewAccording to Paragraph B 1 (c) of the ADR Rules, one complaint can relate to more

than one domain name, provided that the languageh# proceedings and the parties are the same.

Decisions in proceedings under Article 22 (1) b) PPR can also be considered as guidance regarding

this aspect, as they are governbg the same rules.

Relevant Decisions

Handys Ltd v. EURIid, CEEBS <airlinetickets.eu> inter ali®ejetion

2 KAGS 9 /a8 [ [ tlea@Bpwhitecise.€u> inter dliR&etion! /
ThinkTank ED*Consulting GmbM. EURIid, CA®96 <thinktank.eu> inter alidRejetion
European Pallet Association, EPAL v. EURId2&38C<epal.eu>Rejection

Agora SA v. EURIid, CZ833 <automot.eu> inter aligRejection

International NC | B.V v. Oviditd, CAC3748, <endbthil.eu>, Transfer

ReLogic, Inc. v. Kenneth Buhrs, CABS <teeria.eu> and <jteeria.eu>, Dahi

Inter IKEA Sysms B.V., Martin Broden v. PM Meulenijzer, PM Meulenijzer, 6840, <keawilrijk.ey ikeaanderlecht.eu

ikeazaventem.en, Transfer

12


http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2291
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2257
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2990
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3257
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4316
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5250
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7202
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7234
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1566
http://eu.adr.eu/adr/interim_decisions/index.php
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1996
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2586
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2633
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3748
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7168
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7168
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5. Can proceedings be suspended for settlementrposes?

Consensu¥/iew: Yes. According to Paragraph A 4 (b) of the ADR Rules, the complainant can submit

such a request to therovider, or, after the constitution of the panel, to the panel itself.

Relevant Decision

Suomen Osuuskauppojéeskuskunta Winerva GmbH Condirlg, CAC.036 <abc.eu>, Settfaent

6. What is the relationship between CAC proceedings and court proosgs?

According to Article 22 (13) of the PPR, a palegision becomes binding, unless court proceedings

are initiatedwithin 30 calendar days of the notification of the decision.

Consensus ViewAn ADR .eu proceeding shall not be prejudiced by any court proceeding according

to Paragraph A 5 of the ADR Rulasless the matter has been finally decided by a court of camp

tent jurisdiction (Paragraph A 4 (c)). As long as court proceedings are pending, panels can proceed to
a decision. This is also the case if a previous court decision did not deal with artcdribie domain

name. This could be an injunction requiring the respondent not to use the domain name in ¢onne

tion to the selling of certain goods, for example.

RelevantDecisions:

Christian Marolt v. Traffic Web Holding BV, GBG5 <hospital.eu>Rejection

UNIBAIL HOLDING SA v. Ovidio Limited 2C2%<unibail.eu>, Transfer

Germanwings GmbH v. Vassillsfteris, CAQ888 <germanwings.eu>, Transfer

Vortex v. British Sky Broadcasting Ltd, GA@5 <skyblogeu>, Rejedbn

W! /Y 2h[C{YLb ! dzi NN& (i dzRGaA V. NHD Contapez 285 sfackivoffgkin.eus, Trarafar

Accordingly, one Panel decided that as the court had cdemmpe to decide on the present rttar,

the Panel followed the courts decision.

Relevant Decision:
SmithKline Beecham Limited and SmithKline Beecham Limited v. GSKline Limit@84 CAgskline.etr, Transfer

Minority views: Paragraph A5 of the ADR Rules retato court proceedings, but organellist a-
gued that the rulealso appliedto proceedings befor¢he trademark registrieg maybe even with

greater force thanegarding cout proceedings.

Relevant Decision:
The University of Durham, Ms. Paulina Lubacz v. C.I.T., Amit Matali67 OA&em11plus.ew, Transfer

7. Can registrars be liable as regets?
In some WIPO cases, panels have held that a registrar could only be liable as a registrant i§the regi
trar was in fact the same person or entity as the registrant. However, such a case has noebeen d
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cided by a CAC panel yet

Relevant Decisions
General Electric Company v. Marketing Total. SWAPQCase NoD20071834, <gegeneralelectric.com> inter alia, Transfer
Pernod Ricard v. Tucows.com Co, WIPO Case20080789 <ricard.com>, Transfer

A -

yd® 52 LIySta KFEGS FdziK2aNAGe (2 BB RS OF
transfer the domain name?

Thisissue is not expressly reated. Hence, it is not surprising that a consensus view has not yet

developed.

Majority View: ¢ KS R2YIFAY yIFYS A4 GNIyaFSNNBR ol asR 2y

plainant does not fulfil theegistration criteria.

Relevant Decisions

International NC | B.V v. Ovidio Ltd, CX@8 <endothil.eu> inter alia, Transfer

HYDAC Technology GmbH v. Ovidio Ltd, Z08C <hydac.eu>, Transfer

MENNO Chemi¥ertrieb GmbH v. EIWABO Chemikalien GmbH Co. K&262&neopredisan.eu>, Transfer
Josef Bano v. Bernadette Selim Abou Zakhm,4EA& <bano.eu>, Transfer

DNy G SNJ YNI dzii SN g 25538 tSpeN.Bub, Trarsf&RA L [ GRX /! /

Fruit of he Loom Ltd v. Mohammed Ali, CAIZ§ <russelathletic.eu>, Transfer

Minority View: Some panels have taken a different stance and have still decided the cases based on

their merits,evenwhen the respondents agreed to a traasf

Relevant Decisions

Altova Ges.m.b.H. v. ALTRS LTD, CAR219 <altova.eu>, Transfer

Unibail Holding SA v. Ovidio Ltd, CA@3 <unibail.eu>, Transfer

Zoologisk Have v. Name Battery, Ltd., G382, <copenhagenzoo.eu>, Transfer

ASSORBTION FRANCAISE DU FESTIVAL INTERNATIONAL DU FILM v. EUTéag?] tdeSti@ldecannes.eu>, Transfer

August Storck KG v. World Online Endeavours, Ltd.4829C<mercipur.eu>, Transfer

BRISTOMYERS SQUIBB BELGIUM S.A. v. Aphrodite Ventures, Ltd.28A@dex.eu>, Transfer

OSilsoft, Inc. v. Fienna, Ltd., G283 <osisoft.eu>, Revocation

C/ . 1F&88NY aNyOKSy ! DS 5N aAOKFSt DSNIAY3ISN @@ SBhoayed y ! 43S

munchen.et, Transfer

However, the parties are free to settle their dispute (supra 1.5.) in thepareel phase with transfer

being effected by the parties themselves without amtervention of the CAC

9. Can panels render formal decisions mirroring settlements entered into by the
parties?

Paragraph A 4 (a) of the ADR Rules states that the proceeding shall be terminated if a settlement has
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been reached by the parties. Neverthelegsinels have issued formal decisions to transfer the d

main nameaccording to the settlement agreement several times.

Relevant Decisions

Bassano Grimeca S.p.A. v. Kausani Enterprises Ltd32A&grimeca.eu>, Transfer

28&1+ AyOSyeNH]|t 4393p<xigs.e@dlrans@@A RA 2 [ G R /! /

Continental Airlines, Inc & Continental Airlinesnixon Name Ltd v. Kalez Berger CACI979 <continentalair.eu>, Transfer
FRIED Kunststofftechnik GmbH v. Ovidio Limited, 50&%; <fried.eu>, Transfer

However, other panels remained more faithful to the exact letters of the ADR Rules and simply te
minated the proceedings without issuing judgments in cases of settlements. It is unclear hich a
proach is preferrecdby the majority & panellists, because when formal judgnterwere rendered,
they had always been requested by the parties.

Relevant Decisions:

wSAASONNR . NKf SNJ DY3rb7 <fights.cbi® Setldmprt 2 SoY dx /[ 1/

Suomen Osuuskauppojen Keskuskunta v. Minerva GmbH ConsultingQ&#A&abc.eu>, Revocation

10. What is the proper language of proceedings?
Consensus ViewAccading to Article 22 (4) PPR and Paragraph A 3 (a) of the ADR Rules, the proper

language is the language used in the registration agreement, alarigiuage otherwise specified

therein or an Eblanguage that both parties agreed on.

Relevant Decisions

Vivarta-Industrial & Commercial company of food & catering services v. Anastasios Karzaki§7 & €vivartia.eu>, Regtion

2 KAGS 9 /a8 [ [ tleasRd<wiitecise.€u> inter dlid, Rejiot! /

Bookings Europe B.V.Stichting Miloma, CA@90, <bookings.eu>, Transfer

Ville de Paris v. H. KlompAG5598 <paris.eu>, Rejechn

[23AYGNryad alLls 0Ol T 23NFyAOTl 2ynN 2 RLI6PNBdRd.cut, Rejei@i OA N G ¢ NI FFAO
SANOFI, Carole TRICOIRE v. Poussieres d'Etoiles, poussieres d etdile3?, Gdehiobio.ew, Transfer

11. What are the proper grounds for changing the language in a language tr@l pr
cedure?

According to Article 22 (4) PPR, panels have the authority togehthe language, having regard to
the circumstances of the case. However, until February 1, 2010, the ADR &uiiesd exceptional
circumstances according to Paragraph A 3 (aheB have repeatedly found that mere economic
reasons were not such excégbal circumstances. It has not been regarded as sufficient that ell do
uments were in the language desired by the complainant and that both parties were ablento co
municate in that language. Also, financial reasons and the fact that the respondent hasl som

knowledge of the language requested by the complainant were not regarded as substantial grounds
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to change the language. Similarly, a limited number of available translators between the native la
guages of the partielsavenot been considered sufficientgund to change the language of procke

ing to Emlish in one instance.

Relevant Decisions

Vivartialndustrial & Commercial company of food & catering services v. Anastasios Karzaki§y&®@€vivartia.eu>, Regtion
2 KAGS 9 /1 asS [ [ tleaaRd<whitecise.€u> inter dlid, Rejiot! /

Protective Komfort Group International Pavigym International v. Team X, s.r.§10AB <pavigym.eu>, Rejéoh

Ville de Paris v. H. Klomp, CAGIB <paris.eu>, Rejecn

[23AYGNI y& &Ll OB SRI AT KYZA O Dy BY2 QAMI6TFREabs.ct>SRejedn2 { RA y 3

However,changes have been made in cases, lniclv the language desired by the compkait was

the national languag of the respondent, provided the respondent did not indicate that he had
knowledge of the language of the registration agreement. Similar decisions were reached when it
appeared to be th case that the respondent had knowledge of the requested languagdad only
chosen the language of the registration agreement in order to make proceedings more complex. The

language of the website was also used as an indicator.

Relevant Decisions

bNNYyoSNBaSadaS DYo! 43008 <rmermkdfginesse.edid Atdepted / | /

SANOFAVENTIS v. De Jong M., @AB2, <acompliaoriginal.eu> inter alia, Accepted

Citizen Engineering Servidgsl (Philip Nuttal) v. AOL (UK) Limited, @A@B <buddylist.eu>, Accepted

OLYMPIAKOS SYNDESMOS FILATHLON PIRAEWSBIRrA.Bomocy Adwokackiej i Patentowej, @QABT5B <redstore.eu>, &

cepted.

IfF Oy N YSaitz tNIKIFI o 4@8NI<fraghe®@u>2 Asdeptdd2 f RAYy 3 . o+ o5 /[ 1/
With the changes to the ADR Rulese ttrequirement of exceptional circumstances was dropped.
Therefore, successful requests in language trial appear to be more likely from now on. However, a
clear scheme has not yet develapdn the first case governed by the new rules, the panel held that
it could change the language at its own discretion if it was practical and not disadvantageous to the
respondent. In that particular case, the language was changed, because the respondent had not r
plied, the parties had communicated in the language reqgegsand that language had been the

commonly used in the branch of trade that both parties were engaged in.

Relevant Decision
Avast Software a.sv. AVIRA GmbH, CAZ39B <avast.eu>, Accepted

However,the mere use of the requested language in communications between the parties is not
regarded to be sufficient when the respondent is a national of a different country efndes the
change of language for reasons of misunderstandings. Alsdathéhat both parties are nationals of

the same country is not sufficient when the respondent resides in a different country and has chosen
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the language of that country in the registian agreement.

Relevant Decisions
ABB Asea Brown Boveri Ltd, ABB AQuigi Silvestri, CAB31B <abbgroup.eu>, Rejeoh
Koudsi Graphics V.O.F. v. Zheng Qingying 582&E; <koudsi.eu>, Rejéon

12. Can supplemental filings be accepted?

According to Paragraph B 8 of the ADR Rules, panels can admit supplemental filings at thesr own di
cretion. Panels have not yet agreed on the circumstances under which doing so is approprate. Ho
ever, from theg decisions, it can be derived that additional statements will be accepted under sp

cific circumstances.

Consensus ViewPanels accept supplemental filings if they entail evidence thatdcoat possibly

have been presented earlier.

Relevant Decisions:

Hotel.eu s.r.o v. Internetportal und Marketing GmbH, GAG, <hotel.eu>, Transfer
Vattenfall Europe Netcom GmbH WEid, CAC299, <4ce.eu>, Rejechn

Axel Arnulf Pfennig. Internetportal und Marketing GmbH, CATL7, <arzt.eu>, Annidd
Digipolis v. EURid, CAC85 <antwerp.eu> inter alia, Annulled

FINEMCCANICA S.P.A. v. EURIQ2E€AC<selex.eu>, Rejeon

Rotary International v. Mas ieh auer, CAG465 <rotary.eu>, Revocation

Sepracor Inc. v. Adil Akkus, CAC4 <lunesta.eu>, Reweation

Accordinglythe Party needs to have a "good reason" or prove "exceptional circumstances" justifying

the delay of the issue of a dison.

Relevant Decision:
/ 2RSSt NR2SOG {2f dzii A2y a 71258CoodeojectetNReSocaianGF ¢ atb 1 12 /! /
Moreover, panels are likely to accept additional submissions for reasons of fairness, if bedated r

sponses have also been accepted.

Relevant Decisions
ThinkTank ED€onsultingcmbH v. ERid, CAC996 <thinktank.eu> inter alia, Rejéoh
Bookings Europe B.V v. Stichting Miloma, €24 <bakings.eu>, Transfer

Finduciaire Belval SARMme fatma benhara v.l@deay CAG907, Sinduviairebelval.ew, Transfer

However, if this is not the case, it is helpful for the opimg party to protest the additional subgi
sion. Such a protest may be considered by the panel in its decision to allow or disallow the-submi

sion.
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Relevant Decisions:
1&1 Internet AG v. Christian Dahmen, GA&G <web.eu>, Revocation
Kontakta spol. s r. 0. v. EURid, GAT2, <kontakta.eu>, Deal

Minority View: Additional submissionmay also be accepted iother than the described cireco-

stances. Some panels admitted such submissions, stating that they might help determine the facts.

Relevant Decisions:
hotel.be v. Internetportal und Marketing GmbH, C2887, <hotel.eu>, Transfer
Eco Economy Tours v. EURId, 2B, <ecotous.eu> inter alia, Rejeicn

art-x Webagentur. v. PARA Verwaltung GmbH, 8X@ <packservice.eu>, Rejem

13. Can complaints be filed by emmplainants?

Consensus ViewComplains can successfully be filed by relatedoomplanants due to practical

reasons.

Releant Decisions:

Rieke Corporation and Rieke Packaging Systems Limited v World Online Endeavours,A383GA€ke.eu>, Transfer
Aktiebolaget Sandvik Coromantv. Mikael Pirhor@AG1879 <sandvikcoromant.eu>, Transfer

zappmedia GmbH, zappmedia Holding GmbH v. Mandaric&i¢Services Limited, CAZA9 <zappmedia.eu>, Transfer
General Electric Company, GE Capital EMEA Services Limited v. GeCredit Gro6d1, G8€credit.eu>, Transfer

Point of Sports Gmbid Vinitsia, Ltd, CAE381, <jetpilot.eu>, Transfer

Cash Converters Pty Ltd; Cash Converters (UK) Limited v. Xedoc Holdings, SA, Admin Dodailt, €&Shconverters.ex,

Transfer

14. Can panels award costs?

Consensus Vig: It is undisputed that panels cannot award costs for the proceeding.

Relevant Decisions:

Raad voor Rechtsbijstandv. EURId, @28 <mediation.eu>, Rejein

Depmarc v. EURIid, CATL], <airco.eu> inter alia, Rejéan

Depmarcv. EURIid, CR384 <suzuki.eu> inter alia, Rejant

In Person Personeelsgroep B.V v. Frans Morsink562€-<inpersm.eu>, Transfer

Lee Baron Fashions Ltd., Peter Lee v. Lee Baron Denmark, Alex Rasmusgel3 Ghgebaron.eu>, Revocation

15. Can panels conduct independent investigations?

Corsensus ViewParagraph B 7 (a), of the ADR Rules expressly allows panels to do so at their own

discretion and panels have frequently done so.

Relevant Decisions:
TSE Systems GmbHyv. Fienna, Ltd.,JGAE <tse-systems.eu>, Transfer
Euro Suisse International Ltdv. Lehigh Basin Ltd 32A€ <eurosuisse.eu>, Rejamnt

Banca Intesa S.p.A. v. Dave Davies, 408G <bancointesa.eu>, Transfer
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Sanofi Aventis v. UK Domain Developers, Ltd.,4ABAG <ambiencr.eu>, Trafer

KG Industries LLCv. KG Industries, Gary Powgidki&iries, CAG6572, <kgindustries.eu>, Revocation

Barclays Bank Plc v. Simon Allso, 63V, <barclaycoporatefunding.eu>, Transfer

Mou Limited, Shelley Tichbourne v. Franziska Hirsch /€8><mouboots.eu>, Transfer

Televisbn Broadcasts Limited, Chinese Channel Limited v. Michael Sing8@&&vbdo.eu>, Transfer

Ms heidi tandy, Esq. v. smartling, Remigiusz Kokot,/2B€ <smartling.ew, Revocation

Nextbit, Federico Pagani v. M Jank, GA@), <nextbit.eu>, Transfer

Rainbow Medical Engineeririgd, Professor Luigi Martini v. Eklectica Media Consultants Ld, Leslie Ketb6@AGrainbow

medical.et, Denal
The Panels have notet discussedhe appropriate extent of the independent investigatiorand
therefore it varies a lot howdeeplythe Panels investigatéor example how much they search for

relevant rights of a Bspondent who did not submit a Response.

16. Are panels bound by decisions of national trade mark regegigoncerning the
existence or norexistence of trade/service marks
Although there have been several decisions on the issue, a consensus view has not agedkve

However, themajority view appears to be that such decisions must be accepted by pangises

Relevant Decisions:

WellnessHotelsDeutschland GmbH v. Internetportal und Marketing GmbH, @&¢, <wellness.eu>, Rejaon
AAA Auto a.s. v. EURIid, C&CT2 <aaaauto.eu>, Rejéoh

123.ie Internet Services Limited v. Minerva Consulting GmbH3688C<123.eu>, Transfer

MasterCard Europe SPRLv. Lea Suter,55AQ <europay.eu>, Rejeon

Nevertheless, a significant number of panels have refused this view and taken the stance that panels

can reconsider gcisions taken by trade mark regissie

Relevant Decisions:
[ ¢! w ¢2dzNR & Ydza 283Rlasihibuterch>QRefeiti> / | /
Kocian Solc Balastik, advokatni kancelar, Ladislav 8imejndreas ConstantinoGACL584, <ksb.eu>, Transfer

DDR Museum Berlin GmbH v. Zheng Qingying 508 <ddrmuseum.eu>, Transfer

17. On which party rests the burden of proof regarding a lack of legitimate rights or
interests and bad faith?

Majority View: Concerning the burden of proof regarding a lack of legitimate rights orasts, in
contrast to theexact wording of Paragraph B 11) (d) and in analogy to the rules developed by
UDRP panels, the complainant only needs to establish a prima facie case. Thewglshidts to the

respondent to rebut the assertion that the respondent lacks legitimagbts or interests.

Relevant Decisions:

SoftAge Services GmbHheng Qingying, CAQ29 <softage.eu>, Rejach
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Security Center GmbH & Co. KG v. Zheng Qingyin@9BAGterxon.eu>, Transfer

The Game Group Plc v. First Internet Technology Ltd4CB_<game.eu>, Transfer

Rotary Iternational v. Strake Bohumil, CAZ57, <rotary.eu>, Transfer

CharterLine Fuhrpas8ervice GmbHYv. fienna.com, C#829 <buchbinder.eu>, Transfe

GBO DesignEngineering v. Guidance International AB, @8&D), <gbo.eu>, Transfer

PETROM SA v. Kurt Janusch, 8)8¢ <petrom.eu>, Transfer

Yakult Europe B.V. v. Mark Weakley, GAGS <yakult.eu>, Transfer

ANDREAS |. KANNAS & SONS LIMIZEéng. Qingying, CAQ41, <kannas.eu>, Transfer

OANDA Corporation v. Domain Directors Europe Ltd, 5688 <oanda.eu>, Revocation

Discover Fingcial Services (UK) Limited v. Dinerscards Ltd S6A& <dinerscards.eu>, Transfer

Barclays Bank Plc v. Simon Allso, 83\, <barclaycorporatefunding.eu>, Transfer

Schibsted ASA, My Goland v. 2 U Import AB,GZRE) <prisjakt.eu>, Deal

Ape & Partners S.p.A., PJS International S.A. v. Jan Krdze84DA&arajumpers.ee, Transfer

RS FRANCHISE v. MUSTPAHA MESSAOURB TCAEparstores.etr, Transfer

People Per Hour Ltd, Mr Michael Luna v. Dreamscape Networks Limited, Web Masté23g@APeopkhour.euw>, Transér
LEGO Juris A/S, Ms. Helena Myrin v. Blacklemon S.r.l., Nicola Bello&%5ZA@gominifigures.ew, Transfer
Sberbank of Russia, Sberbank Europe AG v. Sylux Sylwestaz DBA@457, <sberbank.et, Reveation
+tAyOAZ ¢KSNBAS D! { t643@ vidohiraice@eypSTranskB y @ 3IKZ /! /

Tiger Media, Inc. v. Jaromir Wippler, G387, Jucyads.et, Transfer

Concerning the burden of proving bad faith, the Complainant must prove and substantialiegs

tions with evidence on the balance of probabilities that the Respondent has registered ebthese

domain in bad faith.

Relevant Decisions:

SoftAge Services GmbHheng Qingying, CAQ29 <softage.eu>, Rejecn

The Game Group Plc v. First Internet Technology Ltd4CR-<game.eu>, Transfer

GBO DesignEngineering v. Guidance International AB, @9l <gbo.eu>, Transfer

Yakilt Europe B.V. v. Mark Weakley, CHG6 <yakult.eu>, Transfer

Ape & Partnes S.p.A., PJS International S.A. v. Jan Krdzi§828Gparajumpers.e&, Transfer
Friedrich Miller v. Frank Heilmann, C2&58 <miller.eu>, Transfer

JD Sports FashidPIc v. Djamila Bouchemoua, G323 <chausport.etr, Transfer

Sberbank of Russia, Sberbank Europe AG v. Sylwester Domitrz, CA82157, <sberbank.et, Reveation

Minority View: There is no reversal of the burden of proof according to the wording of the ADR

Rules.

Relevant Decisions:

Smartmachine B.V.v. NameBattery.com, @82, <smartmachine.eu>, Transfer

LOT Polish Airlines v. Alexander Schubert, 1956 <lot.eu>, Transfer

OLYMPIAKOS SYNDESMOS FILATHLON PIRAEUS P.A.E v. SYNERGIS MaciefiRi8/walan@iakbs.eu>, Transfer
Labrada Bodybuilding Nution v. Timo Kemerink, CAE396 <labrada.eu>, Rejgon

Mr. Didieer Mottev. Ovidio Limited, CAG26 <placement.eu> inter alia, Transfer

Concerning bad faittthe Complainant only has to establish prima facie evidence for the Respondent

having registered or used the domambad faith. The Respondent then has to rebut.
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2986
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4014
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4757
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4949
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4950
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5087
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5156
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5941
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5665
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5646
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6071
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7249
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6840
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7257
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7234
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6757
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6457
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6430
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6387
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2929
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4014
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4950
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5156
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6840
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6858
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6843
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6457
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=982
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1959
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4218
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4396
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4526
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Relevant Decisions:

CharterLine Fuhrpar8enice GmbHyv. fienna.com, CA@49 <buchbinder.eu>, Transfer
PETROM SA v. Kurt Janusch, 808G <petrom.eu>, Transfer

Barclays Bank Plc v. Simon AlBAF071, <barclaycoporatefunding.eu>, Transfer
ANTONIO LLUSAR Y CIA, S.L. v. Jesus LIugaQZ Albsar.ew, Transfer

JD Sports Fashion Plc, Gareth Price v. Erika Gabler224&chausports.et, Transfer

Minority View: The onusalways rests on the respondent.

Relevant Decisions:

SAZKA, a.s.v. Andreas Polanka, €189 <sazka.eu>, Transfer
bNNYyoSNHaSaasS DYol 437 qmernkdfgmEsse.edld TfaRsieE /[ ! /
aNdzNBNJ b 2 A NEGIv. Fenha.dom, CAGL@<d711.eu>, Transfer

18. What is the standrd of proof?

Consensus ViewFhe Panels almosianimouslyrequire thatthe assertionbe proved on the balance

of probabilities This means that the assertdacts must be more likely to be true than to be false
That standard, alsceferred to as the prponderance of evidence standard, is also required in civil

cases on Comam Law jurisdictions.

Relevant Decisions:

123.ie Internet Services Limited v. Minerva Consulting GmbH3688C<123.eu>, Transfer

Alterian Technology Limited v. PliicGowan, CAC Case A2B6 <alterian.eu>, Transfer

Monster Worldwide Ireland Limited v. Monster Finance Limited, 36 <monsterfinance.eu>, Transfer

Noonan Services Groupv. OEEO NETWORKS LIMITER{& AGbonan.eu>, Trafer

OANDA Corporation v. Domain Directors Europe Ltd, 5688 <oanda.eu>, Revocation

Jager & Polacek GmbHv. Redtube, 62@1, <redtube.eu>, Transfer

Robert Manuel v. Wolf Konrad, CAC39<manuel.eu>, Deal

Schibsted ASA, My Goland v. 2 U Import AB, QA& <prisjakt.eu>, Deal

Peuterey Group S.p.A. v. Jimme Hoek, 6284 <peutereyoutletshop.ew, Transfer

Television BroadcssLimited, Chinese Channel Limited v. Michael Sing 682 <tvbdo.eu>, Transfer

Ape & Partners S.p.A., PJS International S.A. v. Jan Krdz&840A®arajumpers.ew, Transfer

Otokar Otomotiv ve Savunma Sanayi A.S. v. Gbenga Osoba2CA&tokar.eu>, Transfer

DivX, LLGSan Diego Calif., US, Daniel Schatz and Boehmert & Boehmert Partnerschaftsgesellschaft mbH, Dr. Andreas Dustmann v.
Jan Schwarz, CA813 <divxstage.ew, Transfer

Sberbank of Rusa, Sherbank Europe AG v. Sylux Sylwester Domitr445%Gsberbank.et, Reveation

21 wD! aLbD®b9¢ [[tZ al niNB t6R%NMNBIohaakokdeSds, T@ger L NA Y | %I LI2f alex /! /

In anisolated decision, it was held that panellists must be rather convinced of the feststad. It is
uncertain, however, whether the applied standard was in faffecent from the standard applied by

other panels.

Relevant Decision:

Ursula Hahn v. Zheng Qingying, GA@4 <ocunet.eu>, Transfer
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4949
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5087
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6071
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7303
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7224
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4139
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4320
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4410
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3668
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4296
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5376
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5578
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5665
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5891
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7139
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7249
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6884
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6820
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6840
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7202
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6813
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6457
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6252
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3444
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19. Can documents submitted in language othdran the language of mceedings
be accepted?

According to Paragraph A 3 (c) of the ADR Rules, & dz0 YA aaA 2y a «& angdagefof 6 S Y
GKS 15w t NPOSSRAY3 2NJ AYy RAFTFSNBY(H NBIljdsSe&(iSR I
spondenthasadatgl (S 1y2¢f SRAS 2F &dzOK RlsfafeNdajfoived ol y 3 dzl 3

request a transltion of such submissions or disregard them without requiring a translation.

Relevant Decisions:

Mr Matthew Keith Witts v. Interngportal und Marketing GmbH,ATC52, <yoga.eu>, Rejaon

Richard Schlicht v. Internetportal und Marketing GmbH, @IC<reifen.eu>, Trasfer

Hotel.be v. Internetportal und Marketing GmbH, C3887, <hotel.eu>, Transfer

Mr. Didieer Mottev. Ovidio Limited, CAG26 <plaement.eu> inter alia, Transfer

9 ¢wh DSasSttalOKIFG TFTNNI 9f $1520 Kirghhld.eu Dransfad® %KSy 3 vAyI@Aay3as /! /
UAB Olifeja, Giedre Dallideteav. MendesSoft, Marcelo Q. Varela Barraza, T8 <elelotobilietutikrinimas.ew, Denal

Nextbit, Federico Pagani v. M JalAG800, <nextbit.eu>, Transfer

In the absence of a response, some panels declared it to be sufficient that the panellisstonde

the evidence.

Relevant Decisions:
Abat AG v. Georg Gottfried, CAE76 <abat.eu>, Trasfer
{La¢9Y tNNIA&AA2Y&S6SNY T Sdza S43DL&sirhtek@d, Tlassterh 02y aSRALF T [ GRS /[ 1/
Schiess Tech GmbHMetalkid 2008, Razvan Zofota, C8829, <smtcl.eu>, Transfer
Nevertheless, there were notable decisions, in which panels declined to take documeniited
in foreign languageto consideration. In some of these decisions, it appeared to be the case that the
evidence was not accepted, because the respondent did not have sufficient knowledge ofithe la

guage.

Relevant Decisions:

Hotel.eu s.r.o v. Internetportal und Marketing GmBEAC!I19, <hotel.ew, Transfer
Atlasprofilax, S.A. v. Alfredo Lerro, G®C1, <atlaspofilax.eu>, Revocain
Witzenmann GmbH v. Markus Jank, GR88 <witzexmann.eu>, Transfer

Merck KGaAv. Ficsor Balazs, @A45, <merd&groupe.eu>, Transfer

SANOFI, Carole TRICOIRE v. Poussieres d'Etoiles, poussieres d etd@i#3?, Gdehiobio.ew, Transfer

In one case the Panel decided notramuesta document to be translated, as the Panel ursieod

the other language.

Relevant Decision

Schiess Tech GmbH v. Metalkid 2008, Razvan Zofot&§928Gsmtcl.eu>, Transfer
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=52
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=910
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3387
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4526
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4620
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7226
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6800
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3976
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4371
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6929
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=419
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3971
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5388
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4345
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6492
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6929
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200 /Ly O2YLX FAyda oS | OOSLIWSR ol asSk 2y i
sponse?

Majority Approach:/ 2 YLX F Ay d&a FNB y2i 3INXryiSR o6l aSR 2y NBal

According to Article 22 (10) of the PPR and Paragrakh B) of the ADRules, it is possible for pa

elsto acceptacompiiti o6l aSR 2y (GKS NBalLRyRSyiGdQa RSTIldz o
Some required complainants to establish a prima facie case in order to succeed. Similarly, nther pa

els have in the absence afresponse accepted as established the facts assertetdédgdmplainant

and have drawn all reasonable inferences therefrom. This approach may be derived from Paragraph

B 10 (b) of the ADR Rules.

Relevant Decisions:

Energylinx Limitedv. Gumshoe Researafited, CAQ 129 <energylinx.eu>, Transfer

Kemet International Limited v. Vinitsia Ltd, CB04 <kemet.&i>, Transfer

Peter A. Rueckert v. Domain Handler, QA&7, <bomark.eu>, Reje@n

Pharma Medico UK Ltd. v. Vinitsia Ltd, CAD, <nourkrin.eu>, Transfer

E.T Browne (UK) Limitedv. Fienna Limited, Z285 <palmerscocoabutter.eu>, Transfer

Studienkreis GmbH v. Cervos EnterprisesCAL3202 <studienkreis.eu>, Transfer

Hans Beckhoff v. OEEO NETWORKS LIMITEER85A@thercat.eu>Transfer

Zoologisk Have v. Name Battery, Ltd., G2, <cop@hagenzoo.eu>, Transfer

Abat AG v. Georg Gottfried, CAE76 <abat.eu>, Trasfer

Adina Europe Limited ¥ienna.com, CAG:62, <adina.eu>, Transfer

EUROPART Holding GmbH v. Zheng Qingyingi256A8Geuropart.eu, Transfer

Sponda Oyj v. UK Domain Developers, Ltd,42A8¢ <sponda.eu>, Transfer

Mills Brothers B.V. v. OEEO NETWQRWE ED, CALZ25 <thesting.eu>, Transfer

¢S12Y DSaSttaoOKIFi FTNNI §SOKYyAaOKS Y UMY dekdmieu>(iWahgfer SO+ d Fd Y| dzal y
In Person Personeelsgroep B.V v. Frans Morsink562€-<inperson.eu>, Transfer

Edscha AGv. Vinitsia Ltd, C@9 <edscha.eu>, Transfer

BB G SERVICES, s.r.0. v. Zheng Qingying3&8C<bbcentrum.eu>, Transfer

Big Dutchman v. Zing Qingying, CA&10Q <bigduttiman.eu>, Transfer

Fiere Internazionali di Bologna SPA v. Lexicon Media Ltd} ZBAGmotorshowbolognafiere.eu>, Rejemt
SALOMON S.A. v. Vinitsia Ltd, @269, <sabmonsports.eu>, Transfer

Carl Kurth Walter GmbH v. Mandarin & Pacific Services Linti&@}477, <walterpraezision.eu>, Transfer
General Electric Company, GE Capital EMEA Services Limited v. GeCredit Gro61, Gg€credit.eu>, Transfer
UBAVICIUS AN .FARAZOUMIS IOAN. O.E. (DNHOST), Mr. Antonie Francois Ubavicius v. Sakellarides Law Offices; Vali Sakell
drides, CAG704 <dnhost.ew, Transfer

Liu.Jo S.p.A., Ms. Serena lori v. Studio Legale SIB, Mr. Carloalberto Goivanné&B@CAiGjooutlet.eu>, Transfer
Peuterey Group S.p.A. vvRNo Leenen, CAEB86 <outlet-peuterey.ew, Transfer

People Per Hour Ltd, Mr Michael LundDreamscape Networks Limited, Web Master, €282, <peopleperhour.ee, Transfer
Swarovski Aktiengesellschaft, Mr Rudolf Haugg v. Marcel Hert8£2IRGswarovskischweizonlineshop euTransfer
+AYOAZ ¢KSNBAS D! { te43wvidbraic@epSTTanskeR y & IKZ /! /

SmithKline Beecham Limited and SmithKline Beecham Limited v. GSKline Limitg84 CAgskline.ew, Transfer

Yahoo! Inc., Yahoo! UK Limited v. Toma Cristian 628C <yahooscan.ew, Transfer
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1387
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1412
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2235
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3202
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3565
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3942
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3976
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4562
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4253
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4492
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4725
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4735
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5688
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3149
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3368
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3510
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4261
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4269
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4477
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5681
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6704
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6590
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6886
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7234
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6442
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6430
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6341
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6281
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/' hbC; 5; w! ¢Lhb b! ¢Lhb![9 5! /w;5L¢ al! ¢! o[z 7280 keriimuttelsdyf 9[ T I F
creditmutuelverification.eu, creditmutuels.eu>, Transfer
However inone case, théanel came to the conclusion that even when there is a lack e$ponse,
the assertion that the respondemtid not have legitimate rightsr interestswasnot enough.
Relevant Decision:
Manako Ltd & Co KGv. Zheng Qingying, 83 <manako.eu>, Transfer
Minority Approach:/ 2 YLX F AyGa I NB | OOSLIWESR ol aSR 2y (KS NB:

Relevant Decisions:

LEGO Juris A/Sv. Falk RuetQeiadro Sued Ltd, CA210 <dacta.eu>, Transfer

COMMEND Leasing GMBHDffice20ffice PLC, CAD®2 <commend.eu>, Transfer

Diners Club Imtrnational Ltdy. Christel Morsink, CA244 <dinerscard.eu>, Revocation

e-dialog KG v. Manuela Pirmandi, GA31, <edialog.eu>, Transfer

Dr. Ing. h.c.F. Porsche AGuernational News u. Marketing Limited, CB@!5 <porschemagazin.eu>, Transfer

Swarowski Aktiengesellschaft andSwvarowski Kommanditgesellschaft v. Osama AbusultanfZ&C<swarovskicrystizale.ew,

Transfer

21. Can the Rspondents fdure to supply arespond beregarded as a suggestion,
that he or she haso rigts or legitimate interests in the domain?

It is the common understanding of the Panels that a Respondent would have submitted a respond
stating his or her legitimate rigths or interests if the Respondent had any. In soraeéasthe Pan-

el conducts an independent investigation

Recent Decisions:

Peuterey Group S.p.A. v. Rivano Leenen, 838G <outlet-peuterey.ew, Transfer

Mr. Leonid Bouryi v. Taisi@fah, CAG795 <marathonbet.ew, Reveation

Ape & Partners S.p.A., PJS International S.A. v. Jan Krdz&840A®arajumpers.ew, Transfer

Ms heidi tandy, Esq. v. smartling, Remigiusz Kokot,72B& <smartling.ew, Revocation

/ hbC; 5; wl ¢Lhb b! ¢Lhb! [ 9 WIESEL wlisdballetSCAMITT ZAL decredifit@eheir>, Transfer
Bank of America Corporation; Merrill Lynch International v. Oksana Lon§828Gbankofameicacorp.ew, Transfer
DwLb59Y{= I 10A2dz &l 0 bDRYndeks.ecfyMansfdrA y i N&B [ S22 [ 1/
Retail Royalty Gopany, American Eagle NL Hold Co B.V. v. SUN KING&@A@mericaneagleoutfters.eu>, Rewcation
Benefit Cosmetics LLC, Christophe LeBoterff v. Domain Maste6208Gbenefitcosmetics.ern, Transfer

Yahoo! Inc., Yahoo! UK Limited v. Toma Cristian 628C <yahooscan.ed, Transfer

ECCO Sko A/S, Julie Marie Niebuhr Aagaard v. gingniang zhuabg4Z A€ccosko.ew, Transfer

Amazon Europe Holding Technologies SCS v. Solomon Jagk4GA@mazonit.eu>, Transfer

Otokar Otomotiv ve Savunma Sanayi A.S. v. Gbenga Osoba2CA&tokar.eu>, Transér

22. Can panels accept belated responses?

Yes, panels can accept late responses at their own discretion. In proceedings againstthe &g
responses were likely ignored, unless the opposing party was also allowed to submit additienal ev
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7280
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5903
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3210
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4192
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4244
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5031
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6045
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6787
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6886
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6795
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6840
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7209
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7211
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6623
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6595
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6303
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6295
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6281
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6247
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6643
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7202
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dence. Tk guestion has been decided much lesplioceedings against regiants under Art 22 (1)
a) of the PPR. Generally, panels can decide on the admissibility of evidence at their own discretion
according to Paragraph B 7 (b) of the ADR Rules.

Majority View: Late responses are accepted if the complainant is also allowed to submit an additio
al filing or if there are sufficient reasons for a late filing. It may also matter by how long tiérsea
is missed. Moreover, it appears to be less likely that a latparse will be accepted if the other pa

ty protests as soon as the response is received.

Relevant Decisions:

IAC Search and Media Europe Ltdv. First Internet Technology Limited483&ask.eu>, Transfer
Esprit Retail Whekale GmbH v. Max Kudrenko, G®R6 <esprit.eu>, Transfer

Bookings Europe B.V v. Stichting Miloma, @240 <bookings.eu>, Transfer

RS FRANCHISE v. MUSTPAHA MESSAOURE T#AEparstores.et, Transfer

Minority View: Belated responsesra inadmissible, because the ADR .eu proceedingpgosed to
be a speedy procedure and late responses would, were they admitted, hinder timely decisians. Ho
ever, this was only stated imaobiter dictum. Nevertheless, it is of greagrsficance, as tlis stance

was the majority view in decisions involving the registry.

Relevant Decisions:

SHB Innovative Fondskonzepte AGv. Markus Jank4 TRGshb.eu>, Transfer
Mitsubishi MotorsEurope B.V.v. EURIid, C283, <colt.eu>, Reje@n

Eye2 B.V.v. EURIid, CAZ28 <mylens.eu> inter alidejecton

Nordea Bank Finland Abpv. EURIid, C8&7, <solo.eu>Rejecton

Minority View: The response can only be used for informational purposes.

Relevant Decisions:

Dansk InternefForumv.Zhonglan, CAG544 <dk-hostmaster.eu>, Transfer
Richard Canten v. EURId, A&27, <planetinternd.eu>,Rejection
European Social Projects Officev. EURId, IGR& <espo.eu>, Annulled

23. Do nonEUentities have standing in ADR .eu proceedings?

Consensus ViewAccording to Ar22 (1) PPR and Paragraph B 1 (a) of the ADR Rules, any person or

entity can start an ADR proceeding. Therefore, -&tkentities have standing in ADR .eu prodee

ings. However, those entities cannot request a transfer of the domain name

Relevant Decisions
SEVEN FOR ALL MANKIND LLC v. Riazul Quag80CATorallmankind.eu>, Revocation
WESTAT, Inc My Internet Media Ltd, CAE325 <westat.eu>, Revocation

Lernco, Inc. v. Andy Ltd., CB&32 <lernercatalog.eu>, Revocation
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2438
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3926
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Emirates v. Stichting Roos Behe@AC5405 <emirates.eu>, Revocation
Benefit Cosmetics LI Benefit Cosmetics Limitad Domains Master, CAE295 <benefitcosmettseu>,Transfer

Television Brodcasts Limited, Chinese Channel Limited v. Michael Singh&AGtvbdo.eu>, Transfer

The panels have usually accepted joint complaints fileddsyEU right holders and theEU subsiid
aries or other related entities. If the transfer was requested to the EU entigy#ually granted.The
rights of the CeComplainant have to be proved in order for the Panel to be entitled to transfer the

DomainName.

Relevant Decisions:

Rieke Corporation, Rieke Packaging Systems Limited v. World Online Endeavours, 4383G#€ke.eu>, Transfer

Colliers Interntional Property Constdnts In¢ Colliers CRE Plc v. Zheng Qingying 48B& <collierscreeu>, Transfer

Electric Sheep Fencing LLC and Rubicon Communications LLC v. Halma Automatiséilit®, €#&nse.eu>, Transfer

VS Media, Inc. and Flirt4Free EU Limited v. W.A. Vyen8 GAC<flirt4free.eu>Transfer

Swarowski Aktiengesellschaft and D. Swarowski Kommanditgesellschaft v. Osama Abusuba®/Ga®arovskicrystizale.ew,
Transfer

DivX, LLC, San Diego Calif., USieD8ohatz and Boehmert & Boehmert Partnerschaftsgesellschaft mbH, Dr. Andreas Dustmann v.
Jan Schwarz, C/A813 <divxstage.et, Transfer

Sberbank of Russia, Sberbank Europe A&ylux Sylwester Domitrz, CBL57, <sberbank.et, Revoation

Benefit Cosmetics LLC, Christophe LeBoterff v. Domain Maste6208Gbenefitcosmetics.ern, Transfer

24. What criteriado the Complainant hae to meet to beeligible for the transfer of
the disputed DomainName?
The Complainant is eligible for the transfer of domain names, as far as thdyUmntities. Only a

minority of the Paelstouch upon this topic if the Complainant is an-&tity and therefor eligible

Relevant Decisions:
People Per Hour Ltd, Mr Michael Luna v. Dreamscape Networks Limited, Web Masté23gAPeoplepehour.eu>, Transfer
/hbC;5; wl¢Lhb b! ¢Lhb![9 5! /w;5L¢ a! ¢! 9[s 7288 efiémuteels8f 9[ G
creditmutueltverification.eu, creditmutuels.eu>, Transfer
Under the Regulations in the Agreement on the European EconomicQuelainants with regi
tered offices, central administration or principal place of business in Icelandyayoand Lichte-
stein, organisations established in Iceland, Norway or Lichtenstein and residents in thmesgeso

are allowed taregistertheir names under the .eu TLD.

Meeting these criteria, the Parties can also be eligible to claim transfer of speteéd comain name.

Relevant Deisions:

Electric Sheep Fencing LLC and Rubicon Communications LLC v. Halma Automatis@rit®, €#€ense.eu>, Transfer

UBAVICIUS AN FARAZOMIS IOAN. O.E. (DNHOST), Mr. Antonie Francois Ubavicius v. Sakellarides Law Offices, avali Sakell
drides, CAG704 <dnhost.ew, Transfer
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Vanify Fair Inc, Les Dooley v. Taylor $ifgsLLP, Mr. Roland Mallins@AG5754, <vanityfairlingerie.etr, Revocation

Swarowski Aktiengesellschaft and D. Swarowski Kommanditgesellschaft v. Osama AbusuB&8./CAsarovskicrysta

sale.ew, Transfer

Mr. Leonid Bouryi v. Taisia Tomah, GXE5 <marathonbet.ew, Revoation

JD Sports Fashion Plc v. Djamila Bouchemouag8#8_<chausport.ew, Transfer

People Per Hour Ltd, Mr Michael Luna v. Dreamscape Networks Limited, Web Mastéz3@8A®EOPLEPERHOUR.eu>, Transfer
Otokar Otomotiv ve Savunma Sanayi A.S. v. Gbenga Osoba2CA&tokar.eu>, Transfer

Bank of America Corporation; Merrill Lynch International v. Oksana Lonl§828Gbankofameicacap.eu>, Transfer

SmithKline Beecham Limited and SmithKline Beechiited v. GSKline Limited, CB841, gskline.ew, Transfer

25. What are the consquences if the Complainant isot eligible for transfer of the
disputeddomain name?

If the Compinantis not eligibe the disputed Domain Name cannot be transferred to themplan-
ant. The Panel can instead revoke the disputed Domain Naliseegarding if the Complainant did

actudly only claim transfer

Relevant Deisions:

CodeProject Solutions Ing.® t NJ SY & & UF283 <endleproject®wr, Révdcation

Tinder, Incorporated v. Margret Eagle, CA2Q <gotinder.ew>, Revoation

Enterprise Holdings, Inc. v. Domains Mast@5542 <enterprize.ew, Revoation

Sberbank of Russia, Sberbank Europe AG v. Sylux Sylwestaz DOAB457, <sberbank.et, Revocation

Retail Royalty Company, American Eagle NL Hold Co B.V. v. SUN KBXBB3GARericaneagleoutfters.eu>, Reocation

26. AreComplainants required to have rights in the domain name in order to launch
ADR .eu proceedings?

Regarding this issue, a consensus view has not yet developed. The regulations cited aleabmfstat
Glrye LI Nhe¢g¢ OFy Il dzyOK LINRPOSSRAy3a

Majority View: It is a basic principle of law that a complaint can only succeed if tplatnant has
rights itself. In other words: The complainant must be a party in interesiveier, in some cases,

this wasnot stated expressly, but only implicitly.

Relevant Decisions:

Rabbi Guy David Hall v. UK Domain Developers, Ltd 137ACGrabbin.eu>Rejection

Axel Arnulf Pfennigv. Dom.infoke, CAQ559, <book.eu> inter aliaRejection

Axel Arnulf Pfennig v. Online Shopping Limited, 8352, <shopping.eu>Rejection

E.T Browne (UK) Limitedv. Fienna Limited, Z285 <palmerscocoabutter.eu>, Transfer

Dr Massimo Introvigne v. Maurizio Lussetti, QA28 <prada.eu>Rejection

Contrinex GmbH v. Martin Writh, C8CG44 <catrinex.eu>,Rejection

Enterprise René-Car UK Limited. Domain Active Europe Ltd, CAZ13 <enterpriserentals.eu>, Transfer
Labrada Bodybuilding Nutrition, Inc. v. Timo Kemerink, £38G <labrada.eu>Rejection

h& | dzt t-dzélinatDabar@vi Applebeach Ltd, @488 <hullutpaivat.eu> inter alia, Transfer
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Aktiebolaget Sandvik Gamantv. Mikael Pirhonen, CAIB79 <sandvikcoromant.eu>, Transfer
Roche Pharma AG v. Coursers UK,Z0A& <xaical.eu>, Transfer

Yakult Europe B.V. v. Mark Weakley, GA®S <yakult.eu>, Transfer

Minority View: Contrary to this approach, other panels have stuck to the exact worditigeaegu-

lations and have stated that any pgrtould launch proceedings under the ADR .eu regime.

Relevant Decisions:

Nicolas De Borrekensvan der Velden beheer BV, C&7, <edaurant.eu> inter alia, Transfer
Axel Arnulf Pfennig v. Internetportal und Marketing GmbH, CAG, <arzt.eu> inter alia, Anrlatl
Haji GmbH v. Ovidio Limited, C2881, <haji.eu>, Trasfer

Ursula Hahn v. Zheng Qingying, GA@4 <ocunet.eu>, Transfer

PICMG Europe v. Barbara Baldv#Gi478 <picmg.eu>, Rejéon

27.Under which circumstances do complaints constitute an abuse of ADR prdcee
ing?

Paragraph B 12 (h) allows the panel to hold that a complaint d¢atest an abuse of ADR proceeding,

if it finds that the complaint was initiated in bad faith. So far, only one panel has found thak a pr
ceeding was abusive. This was declared when a complainant who haredjia trade mark in bad

faith launched proceeidgs against the respondent who had been engaigety/bersquatting.

Relevant Decision:

Cervos Enterprises Ltd. v. Internetportal und Marketing GmbH 303& <arzt.eu> inter aliaRejecion

28. Does a duty to inform respondents prior to launching proceedings exist?
There exists neither in the PPR nor in the ADR Rules a provision establishing such a duty.

Relevant Decision:
Basler HaaKosmetik GmbH & CO. KG. v. Iwebment Media &iNEAGB125 <baslerhaarkosmetik.eu> inter alia, Transfer

29. Do panels have authority to transfer domain names to third parties?

Majority View: Article 22 (11) PPR and ParagraphlB(b) of the ADR Rules state that if themzo
plainant satisfies the general eligibility criteria (Article 4 (2) (b) of the Regulation (EC) No 733/2002),
the domain name may be transferred to the complainant. Therefore, most panels have declined to

order atransfer to a third party.

Relevant Decisions:

DBC, LLC v. Angelos Mpethavas, 824 <xango.eu>, Revocation

Atlasprofilax, S.A. v. Alfredo Lerro, G®C1, <atlasprofilax.eu>, Revocation

F. HoffmanA_a Roche AG v. Anastasios Karkazis AC3& <tamiflu.eu>, Revocation
Sepracor Inov. Adil Akkus, CAEL74 <lunesta.eu>, Revocation

OANDA Corporation v. Domain Directors Europe Ltd,568%; <oanda.eu>, Revocation
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Branches of noticuropeanComplainants that lie within the European Union are considered as the

Complainant itself and are therefore eligible transferees of the concerned domain.

Relevant Decisions:
Turkcell lletisim Hizmetleri®wv. dilek TANIK, CB837, <turkcell.eu>, Transfer
AKBANK TURK A.S. v. Gizem Yapakchl@AGakbank.e>, Transfer

30. Does the Complaina® passiverss in regards to other possibleonfusingly
similar or identical Domain Names have any influencen the proceedings or the
dedsion of the Pan&?

TheComplainan® passiveness in regards to other domain name&ot relevant to the proceedirgy
or the decision of the Panel, since there couldvagiousreasons aso why the Complainant chose

not to launch proceedings in those other instances.

Relevant Decisions:

The University of Durham, Ms. Paulina Luba€ NT., Amit Matalia, CAZ10 <cem11plus.en, Transfer

31. What information must the Complainant deliver regarding the identity of the
Respondent?

The Complainant must providbe name and contacinformation d the Respondent or any of the
Respondents' representatives known to the Complainant, stemrfrimg the requirements of the

ADR Rules Art. B 1(b)(5). Not many Panels have discussed this point yet, but in one case the Panel

accepted for the Complainant to rely on the information in the WHG@t&bdse.

Relevant Decisions:
UBAVICIUS ANJFARAZOUMIS IOAN. O.E. (DNHOST), Mr. Antonie Francois Ubavicius v. Sakellarides Law Offices, Vali Sakella-
drides, CAG704 <dnhost.eu>, Transfer

ll. Relevant rights of the complainant

The complainant in an ADR procedure needs to describe the grounds on which the complaint is made
and therefore has to (inter alia) stv that he has rights that are recognized or established by natio
al and/or community law in a name that the domain in question is identical or confusingly similar to.
Those relevant rights can be rights such as registered national and community tradegesngisa-
ical indications or designations of origin, and unregistered trademarks, trade names, business ident
fiers, company names, family names and distinctive titles of protected literacy and artistic works as
far as they are protected under nationalan the respective Member State. This list raises some
guestions on what exactly is or is not a relevant right in reference to the ADR procedure.
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1. Can a complainant have a relevant right from a registered tadhrk?

Any registered trademark that is regoized and/or established by either community law or national
law in a Member State is sufficient to initiate an ADR procedure. The requirements of a registered

trademark therefore differ depending on the national law of the country where it is registered.

Relevant Decisions:

Trentingrana Concast Sca Consorzio dei Caseifici Sociali e dei Produttori Latte v. Zheng Qind484, Gedtingrana.eu>,
Transfer

Zheng Qingying v. BBORT S.r.l., Gianluca Pastori, 8385 <worldsbk.eu>, Transfer

David Fishman v. NGM ITALIA srl, Stefano NesE@RGngm.eu >, Transfer

UBAVICIUS ANFJFARAZOUMIS IOAN. O.E. (DNHOST), Mr. Antonie Francois Ubavicius v. Sakellarides Law Offices, Vali
Sakelladrides, CA8704, <dnhost.eu>, Transfer

Swarowski Aktiengesellschaft and D. Swarowski Kommanditgesellschaft v. Osama Abusuba@/Ga®arovskicrystalsale.ey
Transfer

Peuterey Group S.p.A.Jimme Hoek, CA&884 <peutereyoutletshop.e, Transfer

MAPFRE FAMILIAR, COMPANIA DE SEGUROS Y RASEGUROS, S.A. v. L. Garcia LLC 0b8B6GanaipfrE€aLew, Transfer
Television Broadcasts Limited, Chinese Channel Limited v. Michael Siti@20A®/bdo.eu>, Transfer

C/ . 1&8SNYy aNyOKSyYy ! DI 5NX¥ aAOKIFSt DSNI Ay3SsR0bobayedmy OF y ! 84S0 al
munchen.ew, Transfer

TecAlliance GmbH, Jakob Wahlers v. Proxyicgektd., Organization, CAG62 <tecdocoemeu>, Transfer

Symbios Solutions Ltd v. Eurekahosts, Patrick PhilippC¥C<swing4ireland.ew, Transfer

Amazon Europe Holding Technologies SCS v. Solomon Jaék4GA@mazonit.eu>, Transfer

The University of Durham, Ms. Paulingbacz v. C.I.T., Amit Matalia, GXC0 <cem1lplus.ew, Transfer

Liu.Jo S.p.A., Ms. Serena lori v. Studio Legale SIB, Mr. Carloalberto Goivanné&BCAiGjooutlet.eu>, Transfer

Peuterey Group S.p.A. v. Rivano Leenen, 6886 <outlet-peuterey.ew, Transfer

Mr. Leonid Buryi v. Taisia Tomah, CAZ95 <marathonbet.ew, Revoation

Ape & Partners S.p.A., PJS International S.A. v. Jan Krdz&840A®arajumpers.ee, Transfer

VKR Holding A/S, Lisbeth Ferdindtetersernv. Andrew Hooper CAC7278 <veluxglazing.ew, Transfer

NEW SPEECH Dawid &smewsky. Porodnia logopedyczna Nowa Mowa s.c. M.Kapuscinska, K.\MaAk2186,
<nowamowa.ew, Transfer

NRG Manufacturing Limited v. Peter Newton, GBZ) <gestetner.ew, Transfer

National Westminster Bank Plc., Ms. Suzanne Wright v. Andrew Cullo662%@natwestplc.ew, Transfer

Bank of America Corporation; Merrill Lynch International v. Oksana Lon§828Gbankofameicacorp.ew, Transfer
DwLb59Y{3x I 10A2dz &l 0 BDRYyndeks.eyMansdrA y il Na [ S2x /! /

al GSaLX+-aasSy A b2NRSy !'. Jo ! 6526<06R2D%d NG WRaDSefi®Rdzy | 5FasSgailal =
Smart Voucher Ltd t/a Ukash, Mr. Jamie King v. eKash International, \Wessig, CA6458 <ekash.etr, Transfer

Sberbank of Russia, Sberbank Europe AG v. Sylux Sylwester DOA@457, <sberbank.et, Reveation

Deutsche Lufthansa AG v. RonBleketers, CAG425, dufthansaeu>, Transfezalando GmbH, Florian Linnardi v. Mickael LAGIER,
CA@B374, <sarenzalando.ew, Reveation

BravoSolution S.p.A., Christopher G. Kuhn v. Steve Bennet§368Gbravosolution.etr, Transfer

Cash Converters Pty Ltd; Cash Converters (UK) Limited v. Xedoc Holdings, SA, Admin Doz, €&Shconverters.ex,
Transfer

GetData Pty Ltd, Graham Henley v. Recover My Files Co., Ltd., Matthew Settle348 A@covemyfiles.ew, Deral

Joachim Old¢ R1 N1J @& a A 3 dzS 6328w&edécted, Déndl t g =/ |/
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Yahoo! Inc., Yahoo! UK Limited v. Toma Cristian 628C <yahooscan.e®, Transfer
21 wD! aLbD®b9¢ [[tZ al niNB 6% NMKolmaipldeSe, Téder L NRA Y | %I LR2fajez /! /
ECCO Sko A/S, Julie Marie Niebulyaded v. gingniang zhuang, C8%27, <eccosko.et, Transfer

Otokar Otomotiv ve Savunma Sanayi A.S. v. Gbenga Osoba2@A€otokar.eu>, Transfer
/' hbC; 5; w! ¢Lhb b! ¢Lhb![9 5! /w;5L¢ al! ¢! o[z 7280kefitmuttelsdyf 9[ T I F

creditmutuelverification.eu, credimutuels.eu>, Transfer

2. Can a complainant have a relevant right from a pending trademark sgapion?
Theconsensus vievof .eu ADR panels is that a pending trademark application alone is not a relevant
right of the complainant. For commnity trademarks it is explicitly stated in the couriRlgulation on
Community TrademarksArt. 6that these trademarks are in effect from the date of publication of the
registration of the trademark. All of this is in agreement with UDRP judicature where applia-

tions are also not accepted as sufficient rights to a name.

Relevant Decisions:
Peter A. Rueckert v. Domain Handler, GQA&7, <biomark.eu>, Denial

Wild East Travels ApSPrivate Individual, Neil Smith, CAZ37, <praguepissup.eu>, Denial

However, it should be noted that the panels decided in a different way if the application was pending
at the time of the registration of the domain name while the complaint is filed after the registration

has been granted.

Relevant Decisions:
Zheng Qingying v. FGSPORT S.r.l., Gianluca Past@&B885AQ@vorldsbk.eu>, Transfer
ANASTASIOS KARKAZIS v. VIVARTIA_INDUSTRRYY €¥icarita.eu>, Transfer

3. Can a complainant have a relevant right from an expireddemark/service
mark?
It is theconsensus vievof several panels that an expired trademark or service mark is not a relevant
right.

Relevant Decisions:

Institut FranceAllemand de Recherches de Sdiouis v. EURid, CAC9, <isl.eu>, Denial

B. Metzler seel. Sohn & Co. KGaA v. EURId1@#C<metzler.eu>, Denial
EURGNFORMATION SA v. EURId, ZZ&G <cybermut.eu>, Denial

4. Can a complainant have a relevant right from a figurative trademark/service
mark?

Several panels have ruled that a figurative trademark/service mark can bevamelgght, if a word

can be clearly separated and distinguished from the other elements. If a figurative mark helds rel
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7237
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3885
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4099
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=219
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1943
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2780
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Relevant Decisions:

Distillerie Bonollo S.p.A. v. EURIid, QAZY, < bonollo.eu>, Denial

Siebert Industrieelektronik GmbH v. EURId, 8&0) <siebert.eu>, Denial

IAC Search & Media Europe Ltd v. First Internet Technology Limite@43&&ask.eu>, Transfer

WellnessHotelsDeutschland GmbH v. Internetpattund Marketing GmbH, CAG2, <wellness.eu>, Denial

Goebel & Voigt v. EURId, C34B2 <mapco.eu>, Denial

HAUG GmbH & Co. KG v. Winfried Haug,3288 <haug.eu>, Transfer
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munchen.ew, Transfer

5. Can a complainant have a relevant right from a trademark or service mark if it is
registered only after the domain registration?

So far in .eu ADR proces there were two different opinions concerning the question if a ¢rad
mark or service mark can be a relevant right if it is registered (and applied for) only after the domain
registration. In one decision, it was said that a relevant right as mentionédicle 21 (1) of the PPR
KFa 42 0SS ALINA2NE | O0O2NRAy3 (2 ! NIAOES wmn om0 2

domain registration.

Relevant Decision

Axel Arnulf Pfennig v. Online Shopping Limited, 8257, <shopping.eu>, Denial

In more recent decisia@)the panek held that, as there is no specific reference to the date on which
the complainant must have acquired the rights, it is not required that theemaatk/service mark
was registered before the domain registration but it is sufficient that the mark is in full effect at the
time of the complaintThe second opinioicorrespondgo the wording of the regattion and is also in

agreement with the predominant giv in UDRP procedures.

Relevant Decisions:

Nordic Naturals v. UK DOMAIN DEVELOPERS LH37gA@ordicnaturals.eu>, Revocation

David Fishman v. NGM ITALIA srl, Stefano Nesb@88C<ngm.eu >, Transfer

Piotr Warmowski VArcabit Sp. z 0.0., Arcabit Sp. z 0.0., 62d5, <arcabit.etr, Transfer

C2LINBI t Adeda] & oous<tpradlity.et> TeaBfer ~A Y2y Z [/ !/

Electric Sheep Fencing LLC and Rubicon Communications LLC v. Halma Autom@#eerit®, <pfsense.eu>, Transfer
/ 2RSSt N22SOG {2t dziia2ya 12358GodedofectecNReSocaienGl ¢ al €13 /! /

6. Can a complainant have a relevant right from an unregistered tamhrk?
Unregistered tra@ Y+ NJ & NS oaLINA2NJ NAIKGada FyR (KSONBT2NB
tected under national law in the Member State where they are held. So far panels ritavalia
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1427
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2680
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2438
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=452
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3492
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5208
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6901
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3257
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5379
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5969
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5996
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6049
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7162
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7258
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the use of a company logo in Denmark and another Danish trademark by use to be relevant rights.
Requirements for unregistered trademarks are therefore varying ddipgnon national law of the

respective Member State.

Relevant Decisions

E.T Browne (UK) Limited v. Fienna Limited, Z28G <palmerscocoabutter.eu>, Transfer

IAC Search & Media Europe Ltd v. First Internet Technology Limite@43&&ask.eu>, Transfer

HS Automatic v. Zenghui Fuhechan & Zheng Qingyindh@ACGhsajet.eu>, Transfer

Zoologisk Have Wame Battery Limited, CA942 <copenhagenzoo.eu>, Transfer

Symbios Solutions Ltd v. Eurekahosts, Patrick PhilippC_<swing4ireland.ew, Transfer

Tinder, Incorporated v. Margret Eagle, CZ&22Q <gotinder.euv>, Rewcation

People Per Hour Ltd, Mr Michael Luna v. Dreamscapedikes Limited, Web Master, CA234 <peopleperhour.et, Trasfer
NEW SPEECH Dawid Tomaszewski v. Porodnia logopedyczna Nowa Mowa s.c. M.Kapuscinska, K.¥l86ke, CAC
<nowamowaeu>, Transfer

Nextbit, Federico Pagani v. M Jank, GA@), <nextbit.eu>, Transfer

Benefit Cosmetics LLC, Christophe LeBoterff v. Domain Maste6208Gbenefitscosmetics.er, Transfer

7. What are the criteria for calling upon an unregistered trademark as prior rights?

To be able to call upon unregistered trademarks as prior rights, the Complainant must proeide rel

vant and adequate evidence thereof.

Relevant Decisions

The Uiiversity of Durham, Ms. Paulina Lubacz v. C.I.T., Amit MataliggACcem1lplus.eu>, Traier

OnePanel stated that unregistered trademarks are secondary to registered tradksmand there-
fore assumes thatin unregistered traderark will not be examined further if there are reggired
trademarks This is substantiated by the fact that the Panelidtsnot often consider the unrgis-

tered trademarks, as far as they also havestged trademarks or other rights recognized.

Relevant Decision:

FANUC Corporation, Japan and FANU UK Limited, Tom Buchier v. Web Ed&e23C#4&nuecnc.eu>, Transfer

7. Can a complainant have a relevant right from ownership of otheomhains?

So far some panels strictly refused to accept the ownership of another domain as a relevant right.
Other panels listed the ownership of other domains along a trademark and/or a conmaeng to

accept a relevant right.
Relevant Decisions:

UBAVICIUS AN .FARAZOUMIS IOAN. O.E. (DNHOST), Mr. Antonie Francois Ubavicius v. Sakellarides Law Officea; Vali Sakell
drides, CAG704 <dnhost.ew, Transfer
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2235
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2438
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5301
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3942
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6734
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7240
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7234
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6295
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6710
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6920
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6704
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MAPFRE FAMILIAR, COMPANIA DE SEGUROS Y RASEGUROS, S.A. v. L. Garcia LLC 6858 @aapiic@A€w, Trasfer
Peuterey Group S.p.&. Rivano Leenen, CAB86 <outlet-peuterey.ew, Transfer

Ape & Partners S.p.A., PJS International S.A. v. Jan Krdz&840A@arajumpers.et, Transfer

Otokar Otomotiv ve Savunmaryi A.S. v. Gbenga Osoba, CAQ2, <otokar.eu>, Transfer

Nextbit, Federico Pagani v. M JaBiAG5800, <nextbit.eu>, Transfer

Heinrich Leifeld GmbH, Herr Heinrich Werner Leifeld v. Yellow Network Limited, IT Admi70ZAdifield.eu>, Transfer

Overall it seems almost certain that panels will not accept the ownership of another doasain

relevant rightif there are no otherelevant priorrights.

Relevant Decisions:

M2 Marketing A/S v. BRId, CAQ925 <m2.eu>, Denial

Seghorn Inkasso GmbH v. EURId, 882 <seghorn.eu>, Denial

Witzenmann GroH v. Markus Jank, CAB88 <witzenmann.eu>, Transfer

eprimo GmbHCAC v. Zheng Qingying, Casg38d, <eprimo.eu>, Transfer

Alphonse Leduc Editions Musicales SARL v. Thompson Edition In&418A@lphonseleduc.eu>, Transfer

Benefit Cosmetics LI Benefit Cosmetics Limited Domains Master, CAG295 <benefitcosmeticeu>,Transfer

IM PRODUCTION, Sophie JACQUELINE v. HEINRICH GROOTHUBER <iaBelmaranbutlet.eu>, Transfer

Wild East Travels ApS v. Private Individual, Neil Smith7 Z3%<praguepissup.eu>, Denial

Television Broadcasts Limitedhinese Channel Limited v. Michael Sing, €320 <tvbdo.eu>, Transfer

c/ .F8SNYy aNyOKSy ! DX 5N aiOKLI St DSNI AYy3ISN @@, SBhayedl vy ! aasSia
munchen.ew, Transfer

Symbios Solutions Ltd v. Eurekahosts, Patrick PhilipeC<swing4iréand.eu>, Transfer

Amazon Europe Holding Technologies SCS v. Solomon Jaék4GA@mazonit.eu>, Transfer

People Per Hour Ltd, Mr Michael Luna v. Dreamscape Networks LikveidMaster, CAC234 <peopleperhour.et, Trasfer
Benefit Cosmetics LLC, Christophe LeBoterff v. Domain Maste629AGbenefitcosmetics.ew, Transfer

8. Can a complainant have a relevant right from a company name?

Company names are formally listed as relevant rights. Panels have therefore accepted company
names as relevant rights in ADR proceduf@se Panel has also accepted a part of mgany name

as a relevant right, as long as it was protected by national law. Another panel has acceptedean abbr
viation of a company name as a relevant right because of the widerstaseling of the term trade

namein many European countries.

Relevant Decisions:

.AdZNE t NeeS{id26l yAl { @&l 234 dopsc.éu¥ B@niale OK {! @Fd 9! wiRZ /! /
TSE Systems GmbH v. Fienna Ltd, 1328 <tsesystems.eu>, Transfer

Giebel RechtsbesorgungambH v. EURIid, CRZ85 <giebel.eu>, Denial

Biuro Projektowanid @ 8 SYs 6 /| & TN & & D84 <{bpsc.adpDedidl wA RE /| /

Swarowski Aktiengesellschaft and D. Swarowski Kommanditgesellschaft v. Osama Abusu&87CAC
<swarowskicrystalsale.ey Transfer

MAPFRE FAMILIAR, COMPANIA DE SEGUROS Y RASEGUROS, S.A. v. L. Garcia LLC 6858 @naagiic@8.€u>, Transfer
Nextbit, Federico Pagani v. M Jank, GB@), <nextbit.eu>, Transfer

Heinrich Leifeld GmbH, Herr Heinrich Werner Leifeld v. Yellow Network Liiditddimin, CAE701, deifield.eu>, Transfer
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6856
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6886
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6840
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7202
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6800
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6701
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2925
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3032
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5388
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5384
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5419
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6295
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6877
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7237
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6820
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6901
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6734
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6643
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7234
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6295
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2494
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1328
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3285
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2494
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6787
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6856
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6800
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6701
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Rainbow Medical Engineering Ltd, Professor Luigi Martini v. Eklectica Media Consultants Ld, Leslie &&#t, €@aAidbow
medical.et, Denal

Swarovski Aktiengesellschaft, Mr Rudolf Haugg v. Marcel Hertz£2RGswarowskischweizdineshop.ew, Transfer
SmithKline Beecham Limited and SmithKline Beecham Limited v. GSKline Limitg84 CAg3kline.ew, Transfer

Benefit Cosmetics LLC, Christophe LeBotefffomain Master, CAG295 <benefitcosmetics.en, Transfer

ECCO Sko A/S, Julie Marie Niebuhr Aagaard v. gingniang zhuabg4Z A€ccosko.et, Transfer

9. Can a complainant have a relevant right from a family name?

Family names are formally listed as relevant rights. Panels saw a personal ID as sufficient proof for a
relevant right in a domain name.rfght in a domain name, that was an abbmation which included

a family name, was refused.

Relevant Decisions:

Helmut Eichhorn v. EURIid, CA®6 <eichhorn.eu>, Anried

HAUG Gmbl& Co.KG v. Winfried Haug, CA208 <haug.eu>, Transfer

Propaganda Beheer B.V. v. C&F Media BV 268& <dwbh.eu>, Transfer

ANTONIA LLUSAR Y CIA, S.L. v. Jesus LlugaQ& Allbsar.ew, Transfer

Heinrich Leifeld GmbH, Herr Heinrich Werner Leifeld v. Yellow Network Limitsdimif, CA®701, deifield.eu>, Transfer
Swarovski Aktiengesellschaft, Mr Rudolf Haugg v. Marcel Hertz£2RGswarowskischweizonlineshop.euTransfer

The fact that a family nhame coincides with a generic word descriptive of a trade or occupation does

not detract from any right that person has their family name.

Relevant Decision:

Friedrich Miller v. Frank Heilmann, CB8&58 <miller.eu>, Transfer

OnePanelnoted that the use of the family name of amployeeof the Complainanfmanager and
designer) was naio be considered as the same the Complainantand therefor not relevant to the
establishment of the Complainants prior righfehe name waselevant in regards to assessing bad

faith of the Respondent.

Relevar Decision:
IM PRODUCTION, Sophie JACQUELINE v. HEINRICH GROOTHB®ZENjsaB&marantoutlet.eu>, Transfer
10. Can a complainant have relevant rights in a name of a pubbdy?

Public bodies had the opportunity to register domain names consisting of the complete name of the
public body or the acronyms which are generally used during the Sunrise period, Art. 10 (3) of the
PPR.

Consensud/iew: To show rights in the name ofpaublic body after the Sunrise period the complai

ant has to show that the name is protected by national and/or Community law, Art. 21 (1) of the PPR.
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6624
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6442
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6341
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6295
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6247
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2796
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5208
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2596
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7303
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6701http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6701
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6442
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6858
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6877
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Relevant Decision:

The BOC Group plc v. EURId, €C28C<boc.eu>, Denial

Union internationale des transports routiers v. EURid, C&C<tir.eu>, Denial

Stockholms Stad v. Traffic Web Holding BV, 88C<stockholm.eu>, Denial

DSYSAYRS +1fa Y {OKfSNY «k /RI¥Gkiedu>FenaCAs +ff2 {OAfAINI 00 9! WiAR
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11. Can a complainant have relevant rights in a geographical term?

Public bodies had the oppontity to register the complete name of the territory for which they were

responsible during the Sunrise period, Art. 10 (3) of the PPR.

Consensud/iew: If the public body did not apply for the domain name regarding the name of the

territory for which was isesponsible during the Sunrise period it could no longer rely on the benefits
of Art. 10 (3) of the PPR and had to prove the hame being protected by national and/or Community

law.

Relevant Decisios

Stadt Koeln v. Tempus Enterprises Ltd., €281, <koeln2010.eu>, Transfer
Stockholms Stad v. Traffic Web Holding BV, 8&C<stockholm.eu>, Denial
Helsingin Kapunki v. Traffic Web Holding BV, GG, <helsinki.eu>, Transfer

12. Can a trademark licesee have rights in a trademark for the purpose of filing a
complaint?

Consensu¥iew: An exclusive liceoe represents a right referred to iArt. 21 (1) of the PPR

Relevant Decisions:

IAC Search & Media Europe Ltd v. First Internet Technology Limite@43&&ask.ew, Transfer

Cyworld Europe GmbH v. Kausani Enterprises Ltd4C29-<cyworld.eu>, Transfer

Discover Financial Services (UK) Limited v. STC Schmeim&84G6Adinerclub.eu>, Transfer

Microsoft B.V. v. Peter Schmid, G#220 <microsoftzune.eu>, Transfer

Electric Sheep Fencing Llr@ &ubicon Communications LLC v. Halma Automatisering{ T&2CGpfsense.eu>, Transfer
TIMOTION EUROPE SARL v. A&E Trading BR24EBA@motion.eu>, Transfer

Cash Converters Pty Ltd; Cash Converters (UK) Limited v. Xedoc Holdings, SA, Admin Do®adit, €ashconverters.ex,
Transfer

Yahoo! Inc., Yahoo! UK Limited v. Toma Cristian 628C <yahooscan.eu, Transfer

Schiess Tech GmbH v. Metalkid 2008, Razvan Zofotsg928Gsmtcl.eu>, TransfefFhere is naon-
sensus orhow to proceedif a licence invoked is not exclusiveome Panels consider thiednse

some do not

Majority view: The licence is considered as a recognizgit within the meaning of Art. 21 (1) PPR.
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=139
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=187
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=386
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1136
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4204
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2781
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=386
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=475
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2438
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4759
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5645
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6220
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7162
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7246
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6346
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6281
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6929
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Relevant Decisions:

Memorex Products Europe Limited v. Goallover Limited, A6 <memorex.eu>, Transfer

Young Life v. Hanoki, Lt€€AG4108 <younglife.eu>, Transfer

Nexcom UKtd v. Lehigh Basin Ltd, CA668 <nexcom.eu>, Transfer

New York University in France v. Vinitsia, Ltd, €45, <nyu.eu>, Transfer

Crocs Europe B.V. v. Jibbitz France, 8)8G <jibbitz.eu>, Transfer

Dayco Europe S.r.L. v. Titan MPA Ltd, &8 <dayco.eu>, Transfer

Beachcomber Hot Tubs Europe B.V. v. Aquaworld B.V. HartmaBg8CARbeachcomberhottubs.eu>, Transfer

Hellas Sat S.A. v. Konstantinos Marketos, @388 <hellassat.eu> Transfer

Minority View: If the licence is neither exclusive, nor provides for a right of the $eeno initiate
domain name disputes and licaarsand licersee are not affiated with each other, the complainant
must prove the licereND & O2 y a®cfedlingi 2 G KS LI

Relevant Decision:
Point of Sports GmbH v. Vinitsia Ltd, @881, <jetpilot.eu>, Transfer

Minority View: One Panelist considered that the lack of clear consensus invegerd could be
solved by ftlowing the clear statement of the problem in WIPO cases on UDRP matters, where the

rights of a subsliary or parent to the registered holder are recognized.

Relevant Decision:

JD Sports Fashion Plc, Gareth Price v. Erika1G@®#€Er 224 <chausports.eu>, Transfer

Minority View: One Panét considered whether it should reject the complaint due to lack af ev
dence as to the written licemsagreement béveen the trademarkholder and the Complainant. The
Panel decided that a strict formalistic approach was not in the spirit of justice, and decided to use the
GC2NXIf @ { dzaerivet fyoin Bv@stasv. The yWrindipte &lfowis for the Panel to i

er arggments and finding that were not based on submitted evidence of the Parties. The principle

can only be pplied where the decision of the Panel is not surprising to the Parties.

Relevant Decisios
Google Ireland Holdings, Liburd v. Alexanderddoenko, CAC127, <googlestatistics.eu>, Transfer
Benefit Cosmetics LLC, Gtaphe LeBoterff v. Domain Master, CBZ95 <benefitcosmetics.en, Transfer

13. Can a norEU tradenark holder successfully file a case?

The current ADR practice is not continuous. Some panels argue thaEWdmademarks are also

rights that are recognized by national and/or Community law as stated by Art. 21 (1) of the PPR.

Minority view: One Panel caidered a norEU trademark not to be a recognized righvermed by
the wording of Art. 21 (1) of the PPR without further explanation.
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1196
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4108
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4668
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4925
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5039
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5648
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5811
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6038
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4881
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Relevant Decisions:

AuntMinnie.com v. Jeffrey Leichter, CA&30, <auntminnie.eu>, Revocation
Republiek Turkije v. Traffic Web Holding BV, €85, <turkey.eu>, Revocation
PICMG Europe v. Barbara Baldwin, @A <picmg.eu>, Denial

14. Can the respondent successfully contest relevance of a right of the complainant
if the complainant did not apply for domain name registration duag the Sunrise
period?

Consensus Viewlf the complainant unsuccessfully tried to register a domain name during the Su

rise period he can initiate an ADR procedure under Art. 21 (1) of the PPR without limitation. The right
holders were not obliged to register domain names beeaoistheir trademarks or names in respect

of which a right is recognized or established by national and/or Community law during the Sunrise
period. Furthermore, the trademark holders cannot be demanded to register all domains which are
identical or confusigly similar to their tradmark. The respondent cannot contest the relevance of
the right of the complainant if the complainant has not tried to register the domain name during the

Sunrise period.

Relevant Decisios

¢S5a02 {G2NBa 2w AC4H sitedoteug Nrdfigry . | 20t N&E  /
McClean Deutschland GmbHRridtjof Voelkening, CAZ318 <mcclean.eu>, &nsfer

Discover Financial Services (UK) Limitédinerscards Ltd, CAB46 <dinerscards.eu>, Transfer

Sberbank of Russia, Sberbank Europe AG v. Sylux Sylwester Domi&z5C A€berbank.ett, Reveation

15. Special issues relating to distinctive titles of protected literary and stit works

Consensus ViewDistinctive titles of protected literary andrtistic works are valid rights regarding

Art. 21 (1), 10 (1) of the PPR if they are titles in respect of which a right gnized or established

by national and/or Community law.

There are only a few cases which dealt with distinctive titles. In mb#tem the complainant or

respondent had a registered trademark with the same name as the distinctive title.

Relevant Decisiost

Koch Media GmbH v. Eijer Media, G861, <lineride.eu>, Transfer

The JRR Tolkien Estate Limited v. Haik Tonoyand T5&C<silmarillion.eu>, Transfer

5SLI NISYSyd RSa 1Fdzia RS { S4ROAS92@up, Derfaly LJdza 9y G SNIINARaSa [GRoZ /! /
Minority View: In one case the panel stated that titles which are a generic term cannot be a valid

right regarding Art. 21 (1) of the PPR.
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2818
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5646
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6457
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Relevant Decision:
Wydawnictwo Jez SNE | A S _ dedok &dfertateti>glehidl = /! /

lll. Identity or confusing similarity

1. What is the test for identity or confusing similarity?

Consensus ViewAmong the pagls it isthe consensus view that for assessing identity or confusing
simf  NAGe G(KS &Sdz adzZFFAE Kla G2 0SS RAaANBIFINRSRO

consist of a comparison between the disputed domain name and the name for which & nighay-

nized or established by national and/or Community law.

Relevant Decisions:

Diners Club International Ltd. v. Christel Morsink, €2€\ <dinerscard.eu>, Revocation

Romantik Hotels & Restaurants GmbH & Co KG v. Kausani Enterprises Lt8128A@omantik.eu>, Transfer

Diehl Stiftung & Co. KG v. H. Klomp, 68%} <diehl.eu>, Transfer

Bayer AG v. Zheng Qingyi@ACGI661, <bayergarden.eu>, Transfer

Bayerische Motoren Werke AG (BMW AG) v. Jiri Syée] T51, <bmwnagivation.eu >, Transfer

EuroFIR AISBL, Paul Finglas v. Sam Farrell18&&eurofireu>, Transfer

Peuterey Group S.p.A. v. Jimme Hoek, 6284 <peutereyoutletshop.e&, Transfer

MAPFRE FAMILIAR, COMPANIA DE SEGUROS Y RASEGUROS, S.A. v. L. Garcia, lCABB5E Saagifre-es.ew, Trasfer
Television Broadcasts Limited, Chinese Channel Limited v. Michael Siti@20A€/bdo.eu>, Transfer

Amazon Europe Holding Technologies SCS v. Solomon Jaék4GA@mazonit.eu>, Transfer

Liu.Jo S.p.A., Ms. Serena lori v. Studio Led¢faJevB. Carloalberto Goivannetti, CA&BIQ diujooutlet.eu>, Transfer
Peuterey Group S.p.A. v. Rivano Leenen, 838G <outlet-peuterey.ew, Transfer

Ape & Partners S.p.A., PJS International S.A. v. Jan Krdz&840A®arajumpers.ew, Transfer

JD Sports FashicPIc v. Djanal Bouchemoua, CA8843 <chausport.ew, Transfer

VKR Holding A/S, Lisbeth Ferdindretersen v. Andrew Hooper, CAZ78 <veluxglazing.ew, Transfer

RS FRANCHISE v. MUSTPAHA MESSAOURE TAEparstores.etr, Transfer

TiIMOTION EUROPE SARL v. A&E Trading BR24BAEmotion.eu>, Transfer

JD Sports Fashion Plc, Gareth Price v. Erika Gabler2€AGchausports.es, Transfe

UAB Olifeja, Giedre Dailidenaite v. MendesSoft, Marcelo Q. Varela Barraz&228A<delelotobilietutikrinimas.ew, Dendl
DivX, LLC, San Diego Calif., US, Daniel SchatzetndeBo& Boehmert Partnerschaftsgesellschaft mbH, Dr. Andreas Dustmann v.
Jan Schwarz, CA813 <divxstage.ew, Transfer

Nextbit, Federico Pagani v. M Jank, GAQ) <nextbit.eu>, Transfer

National Westminster Bank Plc., Ms. Suzanne Wright v. Andrew Cullo662@@natwestplceu>, Transfer
DwLb59Y{3> I 10A2dz &l 0 BDRYndeks.ecyMansfdrA y il Na [ S2lx /1 /
al GSaLX +idasSy A b2NRSy !'. Qo ! 6526<06R2D%d NG WRaOSef®Rdzy | 5FasSgailal =
Smart Voucher Ltd t/a Ukash, Mr. Jamie King v. eKash International, Wendy Kess¢5& Agkash.etr, Transfer
Deutsche Lufthansa AG v. Ronald Peeters,83A82; dufthansa.ew, Transfer

Swarovski Aktiengesellschaft, Mr Rudolf Haugg v. Marcel Hert8£2RGswarovskischweizdineshop.ew, Transfer
+AYOAZ ¢CKSNBAS D! { te43@ vidchranc@ey>STranske y ¢ IKZ /! /

Zalando GmbH, Florian Linnardi v. Mickael LAGIEB5374 <sarenzalando.e», Revoation

National Westminster Bank plc, Ms Suzanne Wright v. Gladys Oliyn§38A&natwesttbnkplc.ec, Tramsfer
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6886
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6843
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7226
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6800
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6629
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6595
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6526
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6458
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6452
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6442
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6430
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6374
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6339
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Retail Royalty Company, American Eagle NL Hold Co B.V. v. SUN KBBG3GAericaneagleoutfters.eu>, Reveation
/' hbC; 5; w! ¢Lhb b! ¢Lhb![9 5! [/ wadaniadb., adgmesar@ling, CAZR) y&@egitmuttels.uf 9 @

creditmutuelverification.eu, creditmutuels.eu>, Transfer
According to the above stated one pameincludel that the use ¢ e.g. some languages' umlauts and

acknowledged abbreviations.g. of legal company forms which are not transferred into Domain

names, must be disregarded whessassing the identity or confusing similarity.

Relevant Decision
F . l&SNYy aNyOésel Getlifge v. Diiddan Asket Management, Christopher Duncang®@AC<fecbayern

munchen.eu>, Transfer

View 1:Some panels refuse to take anything else for their test butvbeding of the domain name

and the relevant right.

Relevant Decisions:
Lehigh Basin, Ltd. v. Stuttgarter Messrd Kongress GmbH, CAT1, <messestuttgart.eu>, Transfer
GailtalerComputerklinik, Markus Peter Jank v. Allianz-ABoup Legal ServicesAllianz AG, CAR207, <allianzonline.eu>, Trans-

fer

2. Can the content of a website be relevant in determmg whether a domain name
Is identical or confusinglgimilar?

View 2:Other panel decisions include also the content of the website and the goods for which the

right is used to identify a confusing similarity.

Relevant Decisions:

Lexicon Media Ltd, Lexic Media Ltd v. Fiere Internazionali di Bologna SBRAhort BolognaFiere SPA, Dr. Alessandro Savoia, CAC

4261, <MOTORSHOWBOLOGNAFIERE.eua| Deni

Bernadette Selim Abou Zakhm @sdf Bano CA@578 <Bano.eu>, Transfer

UK Domain Developers, LT®Web Master, Web Master v. SANOFE 9 b ¢ L { = aNB ® . S48FRMErbiekre(>. w+9b 3 /!
Trarsfer

%BKSy3 vAy3deArAy3d @b 55w adza S dA094 <Bddduseym.ddy, drangfer w2 6 SNIIi wNO( St = /1 /
Richard Anthony WINTER 2FE Roseline DESJUZEUR ACAC <edfuk.eu>, Transfer

3. Can the use of a hyphen be relevant to the test of identity or confusing sirilar
ty?
The use of a hyphen @ lack of spae between words are to be disregarded when assessing the
identity or confusing similarity.

Relevant Decisions:

AB Dagens Nyheter, Machael Pettersson v. Quantic Design SRL, Romeo Vatta8Galagensyheter.eu >, Transfer
/ 2YLIF IYyAS DSYSNItS RS& 90l of AaasySyoi 5.R.1a BadsSdnd Ferbdd PCBIMNSE YA dzy ! v
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6901
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2791
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=3207
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4261
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4678
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4819
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5094
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4744
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7078
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6970

BRG] ——:-. Bird&Bird

<anwelope-michelin.eu>, Transfer

/' hbC; 5; w! ¢Lhb b!¢Lhb![9 5! /w;5L¢ a! ¢! o[z 7280kaefitmuttelsdyf 9[ Do

creditmutuelverification.eu, creditmutuels.ey Transfer

The useor the lack of usef anapostrople is not relevant to the test of identity or confusing similari-

ty either.

Relevant Decisions:

RS FRANCHISE v. MUSTPAHA MESSAOURE TAEparstores.etr, Transfer

4. |s a domain name consisting of a name in respect of which a rightasgeized or
established by national and/or Community law and a negat term confusingly
AAYATFN 2 GKIFIG ylFIYSK 6aadz01a OFasSaco
Thesocaledt Adad}1aSaé¢s Ay G6KAOK R2YIFAY yIYSa AyOfdzRS
name or trademark, have been discussed by the panel just in one case. In this one the confusing sim
larity was found. However, the panel emphasized that every case hbs tansidered on its own

merits.

Relevant Decision:
{20AS3GS ! ANJ CNI yOS 4049 <arf@uicdsiRsyeu>a<sifkanjpeeup, Transfar / | /

5. Is a domain nhame congiag of a name in respect of which a right isaggnized or
established by national and/or Community law and a generic, descriptive oo-ge
graphical term confusingly similar to that name?

Consensus Viewbomain names which include a name for which a righietognized or established

by national and/or Community law combined with descriptive or generic terms are confusingly sim
lar to that name, especially in situation where the descriptive or generic terms describe the goods

and/or services or the right hoér.

Relevant Decisions:

SYNERGIS v. OLYMPIAKOS SYNDESMOS FILATHLON PIRXBJS)yo#iakos.et, Tansfer,

A0AT K2adAay3asz ¢+ YSNI b dieR SARDY CAGAR SaifianicSeus, Araibfe NI y OSs WS y
Monster Finance Limited, Rahat Kazmi v. Monster Worldwide IrelantedinCAG376 <monsterfinance.eu>, Transfer
[ ¢! w ¢2dzNR &Y d2AQ83 Xlagirinutevel:) Dedial>

Avery Dennison Corporation Dotasterisk Ltd, CA126 <averygraphics.eu>, Transfer

hotel.be v. Internetportal und Marketing GmbH, C2887, <hotel.eu>, Transfer

Allianz AG v. Gailtaler Computerklinik, G&G7, <allianzonline.eu>, Transfer

Bayerische Motoren Werke AG (BMW AG)rvS¥iec, CATL5], <bmwnagivation.eu>, Transfer

Nikken UK Ltd, Mr Marcelo Pires v. Atina Travel EOOD, Ekaterina Gigog&7/&A@Gikkenbg.eu>, Transfer

IM PRODUCTION, Soplaeglielinev. Heinrich GroothuizenCAG877, <isabelmaranbutlet.eu>, Transfer

Swarowski Aktiengesetisaft and D. Swarowski Kommanditgesellschaft v. Osama Abusultag,78A&Gswarovskicrystalsale.ey
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Transfer

MAPFRE FAMILIAR, COMPANIA DE SEGUROS Y RASEGUROS, S.BAL@, LuBdBcecia, CBE56 <mapfre-es.ew, Trasfer

Television Broadcasts Limited, Chinese Channel Limited v. Michael Sitg@20A€/bdo.eu>, Transfer

TecAlliance GmbH, Jakob Wahlers v. Proxy Service Ltd., Organizatiéb6eAt@cdocoem.ew, Transfer

The University of Durtm, Ms. Paulina Lubacz v. C.I.T., Amit Matalia,BZACQ <cem11plus.e&, Transfer

Liu.Jo S.p.A., Ms. Serena lori v. Studio Legale SIB, Mr. Carloalberto Goivanné&fCAiGjooutlet.euw>, Transfer

Peuterey Group S.p.A. v. Rivano Leenen, 888G <outlet-peuterey.ew, Transfe

RS FRANCHISE v. MUSTPAHA MESSAOURE TAEparstores.etr, Transfer

Tinder, Incorporated v. Margret Eagle, <gotinder.euw>, Rewcation

DivX, LLC, San Diego Calif., US, Daniel Schatz and Boehmert & Boehmert Partnerschaftsgesellschaft mbH, Dr. Andreas Dustmann v
Jan Schwarz, C/A813 <divxstage.et, Transfer

Inter IKEA Systems B.V., Martin Broden v. PM Meulenijzer, PM Meulenijzer6828C<keawilrijk.eu, ikeaanderlecht.eu,
ikeazaventem.ew, Transfer

National Westminster Bank Plc., Ms. Suzanne Wright v. Andrew Cullo65€@&natwestplc.ew, Transfer

Bank of America Corporation; Merrill Lynch Internationalksaa Lonu, CA8523 <bankofameicacorp.et, Transfer

Swarovski Aktiengesellschaft, Mr Rudolf Haugilarcel Hertz, CAG507, <swarowskiuksale.ex, Transfer

WE Ol 22tFalAy ! dzANNaddzy3 FNNI 5Nl dzaaSy DYool g /26 YBE85 { SOSNAY
<jackwolfskinsjacket.en, Transfer

Swarovski Aktiengesellschaft, Mr Rudolf Haugg v. Mardelrtz, CAG544, <swaovskicrystaluk.ew, Transfer

t«xt al Ny SYy@SNbdzyR Soxds ! yRNBFA YIFYYK2tT @506 duvirdeinatibndl®w,t NA @1 (S |
Transfer

Swarovski Aktiegesellschaft, Mr Rudolf Haugg v. Marcel Hertz, &2, <swarovskischweizonlineshop euTransfer

+tAyOAZ ¢KSNBAS D! { t643@ vidchiraiw@efpSTranskl y @8 IKZ /! /

National Westminster Bank plc, Ms Suzanne Wright v. Gladys Oliyn63@A&nhatwesttbnkplc.et, Tranfer

Benefit Cosmetics LLC, Christophe LeBoterff v. Domain Maste629AGbenefitcosmetics.ew, Transfer

Yahoo! Inc., Yahoo! UK Limited v. Toma Cristian 628C <yahooscan.ed, Transfer

ECCO Sko A/S, Julie Marie Niebuhr Aagaard v. gingniang zhua6g@4GA€ccosko.es, Tansfer

/' hbC; 5;w!¢Lhb b!¢Lhb![9 5! /w;5L¢ a! ¢! 9] 728 Kkeefifimutéelsof 9[ @ | F

creditmutuelverification.eu, creditmutuels.eu>, Transfer

6. Do acronyms and abbreviations that have more than one meaning create itegit
mate interests in the disputed domain name?
Acronymsand abbreviationsvill not automatically grant a legihate interest in the disputed domain

nameon the grounds that they cdd have more than one meaning

Relevant Decision

The University of Durham, Ms. Paulina Lubacz v. C.I.T., Amit Matali67 CA€cem11plus.eu>, Traier

7. Is a domain name whit contains a common or obvious misspelling of a name in

respect of which a right is recognized or established by national and/or Community

fl g oaielLlRaljdzad Gaay3aéo O2y FdzaAy3ate AAYAL N
Consensus ViewDomain names that contain obvious misspellofghames to which right is rege

YAT SR 2NJ Salil ot AaKSR o6& ylrlA2ylf | yYRk2N §-2YYdzyAi
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6430
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6339
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6295
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6281
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6247
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7280
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used in bad faith to asse that users were led to a wrong site due to the similarity of the protected

name and the registered domain name.

Relevant Decisions:

¢t NKSteaodSdz YT i @598t NK\Safl 8bdKSIdzBYSF GIENI/ YT & F S NJ

Arla Foods amba v. juulandersen.com, @AL7, <arlafood.eu>, Transfer

Sony Ericsson Mobile Communications AB v. Eva Povysilova58RAEsonyericson.eu>, Transfer
Enterprise Holdings, Inc. v. Domains Master, 6242, <enterprize.ew, Revoation

IHG Hotels Lirted, Mr. Douglas M Isenberg, Esq. v. Andrea Dini,65AC <crownplaza.ew, Transfer
SANOFI, Carole TRICOIRE v. Poussieres d'Etoiles, poussieres d et@i#3? Gdenobio.ew, Transfer

8. Can a domain name be found identical or confusingly similaratdigurative or
combined trademark?

Consensus ViewDomain names cannot be identical to figurative/combined trademarks as such

trademarks can never be identically reproduced in a domain hame. Domain names can be genfusin
ly similar to figurative/combinedrademarks. However, panels take into account different cireu

stances in assessing if there is confusing similarity.

The domain name is confusingly similar to the trademark if the word element is predominant, and

can be clearly separated from the devideraent.

The domain name is not confusingly similar to the trademark if the word element is purelypdescri

tive or combination of descriptive terms.

Relevant Decisions:

E.T Browne (UK) Limited v. Fienna Limited, 228G <palmerscocoabutter.eu>, Transfer

1'L5! / NUzA&dSa DSNX¥IYy . NIYyOK 2F {20AS0t 5RA <aldMRr&a>STHdBsfea SNDdzNA 2 { O N.
LEGO Juris A/S v. Jeff Fidler, 8267, <harrypotterlego.eu>, Denial

1&1 Internet AG v. Juan Antonio Moreno Delgado, 6203 <landlminiweb.eu> Transfer

Nicolas De Borrekens v. Marcus F.M. Duncker, Joop ElzaS9€ A@staurants.eu> Transfer

British Swimming, Ashleyobninic Cox v. Zheng Qingying, G&Q9 <britishswimming.eu> Revocation

Brand Scout GmbH v. Georg Gottfried, @BE3 <babywell.eu> Transfer

Fiere Internazionali di Bologna SPAn short BolognaFiere SPA, Dr. Alessandro Savoia v. Lexicon Media Ltd263AC
<motorshowbolognafiere.euyransfer

The University of Durham, Ms. Paulina Lubacz v. C.I.T., Amit Matali&7 OA&em11plus.ew, Transfer
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IV. Legitimate rights and interests of the respondent

1. Doesa respondent automatically have rights or legitimate interests in a domain
name comprised of dictionary word(s)?

Consensus viewt FG4SNJ | AGLINAYF FFOAS¢ OIFasS YIRS o6& GKS C

rights or legitimate interests in the domain namrhe domain name will be transferred to thento
plainant if the respondent fails, even if a domain name in question is comprised of a dictionary word
or phrase. Important factors in this regard include pattern of conduct of the respondent, fame of the

trademark and whether the domain name is used in its generic sense.

Relevant Decisions:

Noonan Services Group v. OEEO NETWORKS LIGWIED?]8 <noonan.eu>, Transfer
Balver Zinn Jo$dost GmbH & Co KG v. Felder GnbA{(2648 <balverzinn.eu>, Transfer
[ ¢! w ¢2dzNR &Y d2AQ83Xlagimnuteveli:) Deditl>

McClean Deutschland GmbH v. Fridtjof Voelkening, Z8A€ <mcclean.eu>, Transfer

Deutsche Lufthansa AG v. Ronald Peeters,83A2; dufthansa.ew, Transfer

2. What constitutes a pattern of condu@t

A pattern of conduct of the Respondent is constituted in the sense of Article 21 (3) (b) (i) of the Reg
lation, e.g. where the Respdant has registered other domain names which all directly relate to the

Complanant, its Trademarks, goods services.

Relevant Decisions:

/ 2YLIF IYyAS DSYSNItS RS& 96l ofA&daasSysyROT SRLOBuSIStean( Séflsan, Y09 a L ! a ! b+
<anvelopemichelin.ew, Transfer

Vanify Fair Inc, Les Dooley v. Taylor Wessing LLP, Mr. Roland Mallih€bm54 <vanityfairlingerie.et, Revocation

Nextbit, Federico Pagani v. M Jank, GA) <nextbit.eu>, Transfer

Zalando GmbH, Florian Linnardi v. Mickael LAGIERG3ZAGsarenzalando.eu>, Rexation

3. Can a reseller of trademarked goods or services have rights or legitimaterinte

ests in a domain name which contains such trademark?

There isonly one decision discussing the issue, therefore it is preliminary to consider risarsus

view. The panel adopted avieeaNBE 4 St t SNJ 2NJ RAAGNARO6dzi2NI OFy YIS
services to have rights or legitimate interests in the domm@ame. The requirements include actual

offering of the the goods or services at issue, selling only trademarked goods (so therasis ob

the trademark to attract internet users and then switch them to other goods), clearly disclosing the
NB I A ateliAy20yT83K A L) G2 GKS GNIRSYIFN] K2t RSNJ YR y2i
names similar or identical to the trademark. A reseller without auttadrix 2 y O2dz R Ff a2 Yl -
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=283
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=2818
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6452
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6970
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FARS:E 2FFSNAYy3I 27F 32 2 Rerclidk ywebsiSaaS NRA OSEH D> DIZINN | 6 X & K
FARSE 2FFSNAYy3I 2F 3J22Ra FyR aASNWAOSa 06SOddzasS 27

mark.

Relevant Decision:

Lego Juris A/S v. Jeff Fidler, GAEY, <harrypotterlego.eu>, Denial

4p 52S5a& | NBaLRyRSyiQa GNIRSYIFN] O2DNNLaALR
matically generate rights or legitimate interests, especially in circumstances where

it was obviously applied for in order to registehe domain name?

Consensusviewb 2 NY' I f £ @  NBIAAGNI GA2y 2F I GN¥RSYFNJ] Sz

interests in the disputed domain name. In cases where the overall circumstances demonstrated that

such trademark had been registered pririato circumvent the application of the PPR and the ADR
wdzf Sa GKS LI ySfta RSOftAYySR (G2 TFTAYR NBalLRyRSyiliQa

name.

Relevant Decisions:

CINE CRAFT LTD. v. Traffic Web Holding B.\46@#&\Eprivate.eu>, Transfer

Casual Male RBT LLC dba Rochester Big & Tall v. Rossie Rudéd,1Gf@sualmale.eu>, Transfer

AlLa! Tyl é12@t L2 {NI @AgR <mapliatu>OidansteiS N) Aya | daodx /! /
Yakult Europe B.V. v. Mark Weakley, GASH <yakult.eu>, Transfer

Peuterey Group S.p.A. v. Jimme Hoek, 6284 <peutereyoutletshop.ew, Transfer

5. Is the complainant required to prove that the responderacks rights or legit

mate interests in the disputed domain name?

The overall burden of proof lies with the complainant. Cases have shown that it is wipesdible

for a complainant to prove negative facts because some required information is onlin it
1y26tSR3IS 2F GKS NBaLRyRSyid ¢KSNBEF2NBE GKS O2YLJ
that the respondent lacks rights and legitimate interests in the disputgdain name. The burden of

proof shifts to the respondent then. If the respoemt fails to show evidence of rights or legitimate

interests it is deemed to have none. If the respondent destates evidence of rights or legitimate

interests the panel weights all the evidence. Nevertheless the general burden of proof akvays r

mains wih the complainant.

Relevant Decisions:

W' /Y 2h[C{YLb ! dzi NNa (i dzKGaA 7. NHD Coritapeas 285 sfackvoffskin.eus, Trargfar

Salu Inc v. Aphrodite Venturesrliied, CAC144Q <skinstore.eu>, Revocation

LOT Polish Airlines Alexander Schubert, CA@59 <lot.eu>Transfer

aNftt SNI[GR® 3 /20 YD @BR7 mBedPeis, Trangfér SNLINA 383 [ GRS /! /
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http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5957
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4608
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4641
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5633
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5156
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6884
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=5235
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=4440
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1959
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1827
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Vanguard Trademark Holdings USA LLC v. Harness, Dickey & Pierce PLC, David R t¥é@atzaAicostarica.ex, Recoation

Symbios Solutions Ltd v. Eurekahosts, Patrick PhilippZ®C<swing4ireland.ew, Transfer

Ape & Partners S.p.A., PJS International S.A. v. Jan Krdz&840A@arajumpers.et, Transfer

UAB Olifeja, Giedre Dailidenaite v. MendesSoft, Mar@e Varela Barraza, CAZ26 <elelotobilietutikrinimas.ew, Denal
LEGO Juris A/S, Ms. Helena Myrin v. Blacklemon S.r.1., Nicola Bello&%3ZAdgominifigures.eu, Trasfer

WGM Services Ltd. V. Private, Stephan Hoefinger 66 <eztrader.ew, Denal

Swarovski Aktiegesellschaft, Mr Rudolf Haugg v. Marcel Hertz, €2 <swarovskischweizonlineshopeuTransfer
w2t OKAY ht RSYRI NLJ @ ®328 edabder, Dedlo St 2 { At O X /1 /

Yahoo! Inc., Yahoo! UK Limited v. Toma Cristian 628C <yahooscan.ewu, Transfer

21 wD! aLbD®b 9 ¢Piefre Miri&l v. &riharzéapbiEky, CAZ52 <worldofwarplanes.ew, Trarsfer

/' hbC; 5; w! ¢Lhb b! ¢Lhb![9 5! /w;5L¢ al! ¢! o[z 7280keritmuttelsdyf 9[ T I F

creditmutuelverification.eu, creditmutuels.eu>, Transfer

6. To what extent is the national/community law relevant to a paneksessment of
rights and legitimate interets and/or bad faith?

Par. B 3 (b) (8) of the ADR rules provides thatpheel can admit or ask for, in its solesatetion,
further statements or documents from either of the parties in addition to the complaint anddhe r

sponse.

The panels do not seeno tapplynational law except for assessment if there is a right to a hame to
which the domain name is identical or confusingly similar (which must be recognized or established
by national and/or Community law). Nonetheless national law can be aderesl ifthe parties have

the same nationality or location and if it seeagspropriate

Relevant Decisions:
Dansk Internet Forum v. Zhonglan, G&24 <dkhostmaster.eu>, Transfer

BernhardBauer v. Dirk Pauwels, CA&I, <minitec.eu>, Denial

One Panel also considered national law when assessing the rights or legitimate interests ahthe Co

plainant which arose from aauthorization given by the righitolder to the Complaiant.

Relevant Decision:
Schiess Tech GmbH v. Metalkid 2008, Razvan Zofot§328G&SMTCL.eu>, Transfer

7.Does failure ofaRS A L2 YRSy G (G2 NBaLRyR (2 efau)S O2 YL
automatically result in theComplainant being granted the requésd remedy?

Consensus View: NBa&LRYRSydiQa RSTlLdzZ G R2S&a y2aG Fdziz2Yl Ga

complainant. Theeomplainant has to establish the elements required by Article 21 (1) of the PPR,
therefore the Complainant has to support its assertions with actual evidentee ©@mplainant
therefore must present some evidence, meaning that the complainant must stithdrge the bur-

den of proof.
46


http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6737
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6734
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6840
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7226
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6757
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6616
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6442
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6328
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6281
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6252
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=7280
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=1644
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=131
http://eu.adr.eu/adr/decisions/decision.php?dispute_id=6929
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Relevant Decisions:

E.T Browne (UK) Ltd. vs. Fienna,l@h@235 <palmerscocoabutter.eu>, Transfer

Fundus Hotelentwicklungsind verwaltungsgmbH vRene HerbergCAQ733 <hoteladlon.eu>, Transfer

Mobitel EAD vs. SdrujenieAsotsiatsiya na potrebitelite na telekommunikatsionniiinternetu @973 <mtelbg.eu>, Trasfer
Manako Ltd. & Co KG vs. ZhengQingy@®®%903 <manako.eu>, Transfer

EuroFIR AISBL, Paul Finglas v. SaellFEAC 188 <eurofir.eu>, Transfer

UBAVIGQJS ANT¢ FARAZOUMIS IOANAB Olifeja, Giedre Dailidenaite v. MendesSoft, Marcelo Q. Varela Barraza2 ZeA&e-
lelotobilietutikrinimas.ew, Dendl

Grape Technology Group, Inc. and kgbdeals (UK) Limited, Desiree Fields. Domain Directors Europe Ltd, Domain Admi@istrator, CA
6506, Kkgbdeals.ew, Transfer

National Westminster Bank plc, Ms Suzanne Wright v. Gl&diyns, CAE339, <hatwesttbnkplc.ew, Trasfer

Benefit Cosmetics LLC, Christophe LeBoterff v. Domain Maste6208Gbenefitcosmetics.ewn, Transfer

8. Is the Panel required to follow the evidencaubmitted by the Canplainant, if the

WSAaLRYRSY(d KIFa FIAESR (G2 NBadmgR (2 (GKS
In the absence of the respongsd the Respondenthe Panels often regard factual allegations which

are not inherently implausible as being true and consider thauwlébf the respondent as an indic

tion of the lack of rights and legitimate interests, and/or of the bad faith of the responddrt.Pa-

elists still decide on whether or not the Complainant has relevant rights or legitimate interests.

Relevant Decisions

Tecnobat di Battipaglia Ciro David v. UAB Game Insightf CACG<gameinsight.eu>, Transfer

Smart Voucher Ltd t/a Ukash, Mr. Jamie King v. eKash International, Wendy K&G§i¢58C <ekash.eu>, Transfer

Retail Royalty Company, American Eagle NL Hold Co B.V. v. SUN KBXBB3GAa@ericaneagleoutfitters.eu>, Reation
O.E. (DNHOST), Mr. Antonie Francois Ubavicius v. Sakellarides Law Offices, Hatidgsk€llAG704 <dnhost.ew, Transfer

In ome cases the Panellists conduct independent investigations limited in scope to assess whether

or not the Respondent has any rights or legitimate interests.

Relevant Decisions:
Vanify Fair Inc, Les Dooley v. Taylor Wessing LLP, Mr. Roland Mallih€bm54 <vanityfairlingerie.eu>, Revocation
JD Sports Fashion Plc, Gareth Price v. Erika Gabler2€AGchausports.ew, Transfer

If the Complainant is considered to have lifted the burden of prtwd,onus shifts to the Respdn
ent, which does not lift the burden of proof, and therefor the Panellists follow the evidence submi

ted by the Complainant.

Relevant Decisions:

Mou Limited, Shelley Tichbourne v. Franziska Hirsch 7/28I><mouboots.eu>, Transfer

Television Broadcasts Limited, Chinese Channel Limited v. Michael Silg@20AG®vbdo.eu>, Transfer

Swarovski Aktiengesellschaft, Mr Rudolf Haugg v. Marcel HertA£2RGswarovskischweizonlineshop zuTransfer
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9. Can a criticism site generate rights or legitimate interests in the disputeungin
name?

There have not been many decisions which discussed this problem yet. In all casespthredent

did not respond and &ght or legitimate interest was denied by the paniel.concrete, the allegedly
criticism site was not considered to generate legitimate interests in cases where it was not used at all

or where it was used to critise the competitor in order to gain itstomers.

Relevant Decisions:

{20ASGS ! ANJ CNI y QGCAQU4D, <dif@kcasitRsyeu>anteiralial Transfefi R ®
Vargadahus AB vs. MadelenFrihjel@AG020 <vargrdahuseu>, Transfer

Schiess Tech GmbH v. Metalkid 2008, Razvan Zofot§328G&SMTCL.eu>, Transfer

10. Can a fan site generate rights or legitimate interests in the disputed domain
name?

Thereare only fewdecisiors discussing the issue, therefore it is preliminary to consider it a asnse

sus view. The panel adopted a view which is held also amongst UDRB: gafet website might
gengate legitimate interests, as an expression of the human right of free speech, if the use of the
domain name is noncommercial and the website is in fact arranged as a fan site. The last point may
refer to considerations found whin UDRP, that fan sites have to be clearly distinctive from amy off

cial site.Few Panels statedhat the fact of bannerand/or popup-advertisement does not gwvent

the use from being legitimate fair use, as it is only minor commercial activity.

Relevar Decisions:

HenriLloyd Ltd. vs. MinisoftLd&AQ806 <henrilloyd.eu>, Transfer

FelaElektronik GmbH vs. Matthias MoenGAC3266<Fela.eu>, Transfer

Relogic, Inc. v. Kenneth Buhrs, CAB8 <teeria.eu> and <jteeria.eu>, Denial

21 wD! aLbD®b9¢ [[t I al n sk CAGRRE NNBlohaakphideSds, T@mer L NA Y | %I L)

11. Do parking and landing pages or pg@gr-click links generate rights or legihate
interests in the disputed domain name?

Conseasus ViewUse of a domain name to post parking pages or merepenclick linksdoesnot of
AGaStT O2yFSNJ NAIKGA 2N f SAAGAYIGS AyaSNBadasz

competitors.

Relevant Decisions:

ABAT AG vs. Georg Ga#fl, CAG976 <abat.eu>, Transfer

Esprit RetaiWholesale GmbH vs. Max Kudrenko, G825 <esprit.eu>Transfer
Brand Scout GmbH vs. Georg Gottfried, @3&3 <babywell.eu>, Transfer

Mary Zeng vs. Enterprise RemCar UK, CAE37, <ENTERPRISECARRENTA&nsfer
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Ovidio Limited vs. Alexis Coussement Lumieres, 32AZ <ACL>, Transfer

Vanguard Trademark Holdings USA LLC v. Hafbieksy & Pierce PLC, David R Haarz 8ZAT; <alamocostarica.e¥, Recoation

Ape & Partners S.p.A., PJS International S.A. v. Jan Krdz&840A@arajumpers.et, Transfer

Nextbit, Federico Pagani v. M Jank, GB@), <nextbit.eu>, Transfer

Grape Technology Group, Inc. and#gals (UK) Limited, Desiree Fieldsmain Directors Europe Ltd, Domain Administrator, CAC
6506 <kgbdeals.eu, Transfer

IHG Hotels Limited, Mr. Douglas M Isenberg, Esq. v. Ardire, CAG50Q <crownplaza.e&, Transfer

Benefit Cosmetics LLC, Christophe LeBoterff v. Domain Maste6208Gbenefitcosmetics.ewn, Transfer

No Panels have yet beeliscussing landing pages.

12. Does so called "direct navigation" generate rights or legitimate interests in the
disputed domain name?

View 1:Many panels tend to consider direct naviiget sites to generate rights or legitimate interests

if the chosen domain name has generic character (it is consisting of dictionary or common words or
phrases) and the provided links are coherent and related to the generic meaning of the domain name
at issue. Last point divides direct navigation sites and mere parking sites withgpayick revenue,

which do not confer rights or legitimate interest for themselveat in most cases where theet
spondent claimed to run a direct navigation site the paneini that the provided links weren'er

lated to the meaning of the word/s that constited the domain name and/or the domain name was

in fact parked.

Relevant Decisions:

Haji GmbH vs. Ovidio Li€AQ381, <haji.eu>, Transfer

Unibail Holding SA vs. Ovidio Lt8AQ123 <unibail.eu>, Transfer

£ SEAE [/ 2dzaaSYSy [ CARNOME.&u> Prarsferh BARAZ2 [ (RO
Enterprise Holdings, Inc. v. Domains Master, 6842, <enterprize.ew, Revoation

View 2:The use ba trademark as a domain name for a direct navigation business cannot establish a

right or legitimate interests, as it is capitalization of the trademark value.

Relevant Decision:

Tobias Grau GmbH vs. Mandarin & Pacific ServiceJA@4829<tobiasgrau.eu> inter alia, Transfer

13. Can Respondent have relevant rights or legitimate interest due to a canyp
name?

Only one Panellist considered this, and stated that it wassndfident for a respondent to establish

that a disputed domain name contains the Respondents company name, but a respondent must also
establish that he or she is using his or her company name as a business name, i.e. he or she is using

his or her company name the course of business on a regulasis.
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